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U.S. Soon to Enact Hybrid First-to-File Patent System
KE . NATUYREREEERADIETHREIC

The March 16, 2013 deadline is fast approaching for the enactment of a much-scrutinized revision to U.S. Law,

which will introduce a hybrid first-to-file patent system in place of the current first-to-invent system.

Fundamentally speaking, taking an application’s effective filing date (or priority date) as a baseline, any
inventions in said application’s claims that have been granted a patent, published, been in public use or on sale

before this date will not have novelty. Prior art from outside the United States will be judged on equal terms to

that from within the U.S., with no geographical restrictions applied.

Further, even if the inventor(s) (and/or those people who have received information on the invention from the
inventor(s)) have published the invention, there will be no loss of novelty due to publication provided that a

patent application is made in the U.S. within one year from the date of publication.
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Another outcome of the revision to the law that will affect working practices is a partial change in the pricing
structure of the USPTO, which comes into effect on March 19, 2013"!. In relation to patents, there are many
changes that will have an effect on working practices. For example, there will be a large increase in the Utility
Examination Fee and fees for the second and subsequent RCE, etc. Conversely, the Publication Fee and Issue

Fee, etc. will significantly decrease.

*ILINK: https://www.federalregister.gov/articles/2013/01/18/2013-00819/setting-and-adjusting-patent-fees

KEDOBIEIEIZ BN TRBIEH SN R RN ONAT VY R TR~ DOBATHIERA20134E3 H 16 H &8> T
(AN

FERBNZIE, AR CUIESE A) 2 5L L A2HHRE B (“effective filing date”) BT, 7L —L3EBADS, KriF
ST, FIFTIZBRZR STzl DRE SO, BT GESIV TG A, Ui%rL — L3
THHEZ A LIRNZ 8T | Fio, S ATEAR O HIBR LI I DWW OREIRSN R 7Nk be o Tz,

SHIZ, FEFE BHEDLOEADOIEREST-ELE L) WEAZARLISGE ThoTh, UELINICKE AT 7
X, ZOARIZIS THRIEEZ R LIZb D LR RINRN Lo,

Z O, FEH EIER T ARELHERLEL T, USPTODEHEARR 232013423 H 19 H b —HIE SN D R ST B iLs*,
BRI ClX, Utility Examination FeesP2E H LA ORCEZE D EF4 23 KIEIZAE _EIFEINADI1Z% L, Publication Fee
Rlssue FeeFENKIRITME FIFEND70E | EBICHELEZHHHEZ0,

*ILINK: https://www.federalregister.gov/articles/2013/01/18/2013-00819/setting-and-adjusting-patent-fees

JPO Begins PPH with Polish and Eurasian Patent Offices
BAREREHT. R—IUMFETH LUV —72 7 HEF T LPPHEA A

On January 31, 2013, the Japan Patent Office commenced a Patent Prosecution Highway (PPH) with the Polish
Patent Office. On February 15, 2013, it also began a PPH with the Eurasian Patent Office.

A Patent Prosecution Highway is a system that allows applicants to easily request faster examination on
applications that have already been granted a patent in certain other countries. With these PPHs, Japanese
enterprises can receive faster examination of their patent applications in Poland as well as 8 countries of the

former Commonwealth of Independent States, including Russia and Kazakhstan.

Currently Japan has PPH agreements with 25 countries and regions.
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AARERZTIL, A= REFHTLEOM T20134E1 A 31 ADD, 2—I 3 THZFTF LD T20134£2 H 15 A
FFaFaR A AU =1 (PPH) Z B4R L7,

PPHIZ, &5 [E CHREFFMER BT D2 LM Al REL BT S 7o HBEIZ DWW T BB A D HIEE XD, BIOE T 572 T
fe CRBIEEL FFE T 22N TELHIE, ZOPPHORIMIZEY, A AREGE TS T - P T72AH % A CIS8 I [FH PR —
FURIZEBWT, FraF O RIE A 22 T ONDZEN ATREL 72D,

BUE, HARDPPHZANAS L7 [E B IO, 25&72->T5,

Imuraya’s ‘Azuki Bar’ Bound for Trademark Registration
HHEBEDHT E/\— ). BIEZHEA

On January 24, 2013, the IP High Court overturned a decision by the JPO not to grant major food maker the
Imuraya Group a trademark for the phrase 39 =/\— (hereinafter referred to as ‘Azuki Bar.”) The Imuraya
group, which uses ‘Azuki Bar’ on its brand of ice candy containing azuki beans, had initiated a lawsuit seeking

to challenge the decision by the JPO. The High Court passed a ruling approving the trademark application.

The Imuraya Group applied for a trademark for ‘Azuki Bar’ in 2010. The JPO’s trial decision of refusal was
based on its judgment that the phrase lacked distinctiveness. In the recent IP High Court ruling, it was judged
that although the term ‘Azuki Bar’ describes the product in basic terms (i.e. its ingredients and shape) and
therefore should not have distinctiveness, as the Imuraya Group’s ‘Azuki Bar’ was a well-known brand that had
been on sale for over 40 years with over 200 million bars sold, it is generally understood that ‘Azuki Bar’ refers

to the Imuraya Group’s product. Therefore, the trademark was approved for registration.

KRFEEBGA—D—THRBIN—T 13, HTEERERA LT A AT YT 4 —HTE S — | OB R Ko 7= ik
BUHRRAA T, A E X 201341 H 24 B | BERERO RN ST RFFFITOHRERVIEL , #5RE5805 5 ORIk %
FUWELL,

HATEZ V=13, 2010 ICRGHIE B &S — & HFE, FFaFT OHIBr CITRRBIMED oW & U TR IR 252 1 72,
AEIOHIRTIL, [T &/ N— | OFE BRI MmO E FAMEL oK) 2RO LIS D THYFRR TR nELizb D
D, FFED T T & — |OFBAIE R FmNZ e, 40MFLL EIRFEL TRVERIBRGEABN2@ARZBZ HZ L7000,

[T 9 &N — I THAROMERZETHOLL GRS COD IS Il S i, B ek 8o b,
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Decision of Suspension and Order to Pay Compensation for Companies
Forwarding Transmissions of TV Programs Overseas
TVEMENERE. ZLIES - BEEEZ R HIRIERE

On February 13, 2013, the Second Petty Bench of the Supreme Court issued a decision rejecting the final
appeal of the two defendants in a case brought by Japan’s national broadcaster NHK along with commercial
channels. The plaintiffs had sought to fine and suspend the service of the defendants, who were forwarding
broadcasts of Japanese television programs via the internet that could then be viewed overseas. As a result of
the rejection by the Supreme Court, the decision reverts to that of the previous appeal, which was to suspend

the defendant’s services and order them to pay compensation for infringement.

This case was fought over the point of who was the main source of the forwarded transmissions. The Supreme
Court’s previous decision in January 2011 was that the defendant companies were the main source, not the
users of their services, and therefore upheld the claim that the defendants had breached copyright. The case was
then remanded to the Intellectual Property High Court for a trial to determine the amount the defendants should

be ordered to pay.

HADTLEEMEA L — T Ml U CHEAM IR A LA ATREIC LTc Y —E AR EEMEIR FIC Y 725 L L TONHK
& RSN ZER 2400 — M IR ER B RHE A 5RO TUOVZEREA T s B 2/ MEIEIT20134F2 H 13 A, EH2
o EEEFENTHREEAT T, THIZEY F—EZEL LD LHEFRE A M U LR LR HIR D HEE LT,

AR DOWTITIRE EERDFETHLD DG 5 E725 TN e BT 201141 H IS, 255 ERIIRIHE Tldie<
HHE 2 THLEL TEFHRF LR BHEHERE OIS F A M S HITELRL TV,

Settlement Reached in ‘Omoshiroi Koibito’ Lawsuit
ME RV AIEREL. FOfZRIL

Ishiya Co., Ltd., the manufacturer of L MZRA (‘Shiroi Koibito’), which are popular sweets known as a
specialty of Japan’s northern island of Hokkaido, reached a settlement with Yoshimoto Kogyo at the Sapporo
District Court on February 13, 2013. Ishiya Co., Ltd. had brought a trademark infringement case seeking
suspension of sales and compensation for infringement over Yoshimoto Kogyo’s H H U ZX A (‘Omoshiroi

Koibito’) sweets.
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According to both parties, Yoshimoto Kogyo will continue sales of its sweets, but will change the design of its
packaging and limit sales to six prefectures in the Kansai area of Japan. Further, sales at product exhibitions at

department stores, etc. will be permitted 36 times per year (except in Hokkaido and Aomori).

During this case, Ishiya Co., Ltd. claimed that the name and packaging of Yoshimoto Kogyo’s product was
similar and therefore infringed its trademark. However with this settlement they state that with the change of

packaging and the limit on sales territory, fears that the two products could be confused have been assuaged.

AbHEIE LPFEL L CTARDOE T AWERN 1 2 80EIRE T 54 RED | HARBENIRE T 25 1N AV A NI
LT, FiEEA R ESN U TIRIEZELIED EHFERHMEZ RO TOCFFFAIL, 201342 H 13 H | FLERHIEL THRifgAs
AT LTz,

W ICE Dl EARBEEMNIIRGEZARE T 53, o7 —VORIEZETEL, RFe& AL CRIE6 M IRICIRS, +
7o BEIE TIThnaAiERIE, LB FHREZRE, F36[EDIRTENROHILD,

AT W TR RREANT, 4P ORI TRYEIEMER E ThOED EREITo TR, [y r—U%
B SO FE U R E I KV RRGRIB R D B E N3 7272 o T JE L TRIfRICE o T2,

Introduction to Our Firm s Service

RCT Support S Jt@t*J@m -
J)CSTIS;EE;_,

long years of experience and analyzes competence unique to Clickghere foradetails

international patent firms.

| We offer high-quality service, combining know-how cultivated in a

REDERTH /N, ERBHFERFRESTROENZEFSDOET BT B 5N
BEOBWY—EXZREHLET, =
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,

and that the description here does not represent our legal opinion on a specific theme.

OSAKA HEAD OFFICE

ADDRESS:

DAIWA MINAMIMORIMACHI BLDG.,
2-6, 2-CHOME-KITA, TENJINBASHI,
KITA-KU, OSAKA 530-0041, JAPAN

E-MAIL:
iplaw-osk@harakenzo.com

WEBSITE:
http://www.harakenzo.com
http://www.intellelution.com
http://ip-kenzo.com

OSAKA 2nd OFFICE

ADDRESS:

MITSUI SUMITOMO BANK
MINAMIMORIMACHI BLDG., 1-29,
2-CHOME, MINAMIMORIMACHI,
KITA-KU, OSAKA 530-0054, JAPAN

E-MAIL:
iplaw-osk@harakenzo.com

WEBSITE:
http://www.harakenzo.com
http://www.intellelution.com
http://ip-kenzo.com

2-4-1, HAMAMATSU-CHO,
MINATO-KU, TOKYO 105-6121,
JAPAN

E-MAIL:
iplaw-tky@harakenzo.com

WEBSITE:
http://www.harakenzo.com
http://www.intellelution.com
http://ip-kenzo.com

TELEPHONE:
+81-3-3433-5810 (Main Number)

FACSIMILE:
+81-3-3433-5281 (Main Number)

TELEPHONE: TELEPHONE:
+81-6-6351-4384 (Main Number) +81-6-6351-4384 (Main Number)
FACSIMILE: FACSIMILE:
+81-6-6351-5664 (Main Number) +81-6-6351-5664 (Main Number)
TOKYO HEAD OFFICE HIROSHIMA OFFICE
ADDRESS: ADDRESS:
WORLD TRADE CENTER BLDG. 21F NOMURA REAL ESTATE

HIROSHIMA BLDG. 4F
2-23, TATEMACHI, NAKA-KU,
HIROSHIMA 730-0032, JAPAN

E-MAIL:
iplaw-hsm@harakenzo.com

(¥ updated on June 2012)
WEBSITE:

http://www.harakenzo.com
http://www.intellelution.com
http://ip-kenzo.com

TELEPHONE:
+81-82-545-3680 (Main Number)

FACSIMILE:
+81-82-243-4130 (Main Number)
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