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Legislation Partially Revising Patent Law, etc. - Enactment Date and

Related Ordinances Prepared
HEFEFDO—HZ2RET HEREDORITE RUVERERT DE(H

Legislation Partially Revising Patent Law, etc., which was established in July 2015, will be enacted on April 1,
2016.

The legislation makes revisions to the employee inventions system, including changes so that the right to obtain
a patent regarding employee inventions will from the outset revert to the employer. It also makes partial
changes to patent fees, etc., and makes preparations for the introduction of the Patent Law Treaty (PLT) and the

Singapore Treaty on the Law of Trademarks (STLT).
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Preparations have also been made for related ordinances accompanying the revisions. A general overview is as
follows:

*Overseas users will be able to directly file patent applications with the JPO (excluding divisional and
converted applications) and carry out certain procedures established by ministerial ordinance as well as
annuities procedures for the 4th and subsequent years.

*Even after a due date designated by the JPO has elapsed, within a certain period it will be possible to file a
time extension.

*Changes to official fees
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Introduction to Our Firm's Service LFRDY—EREN

Rlant Regjistration Consultation)
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‘ We offer high-quality service, combining know-how cultivated in a

long years of experience and analyzes competence unique to Click here for details

international patent firms.
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Changes to Handling of Extensions to Response Period for Notices for
Reasons for Refusal

ERERBRNOLEHAROERICEIIERNDER

Together with the enactment of Legislation Partially Revising Patent Law, etc., the handling of extensions to the
response periods for notices for reasons for refusal in patent application and trademark application cases will
change as follows.

(1) Patent applications (excluding cases in which an appeal against a decision of refusal has been filed)

(a) Requests for time extension which are filed before the due date

Maximum Logical reason
Applicant(s) extension Extension procedure & .
. for extension
possible
Resident in A two-month extension can be made by filing a single .
Two months W * : e & & Not required
Japan request for time extension.

A two-month extension can be made by filing a single

request for time extension. A second request for time

Three months | extension may be filed to request a further one-month | Not required

extension. (It is also possible to file the first and
second requests simultaneously).

Resident
outside Japan

(b) Requests for time extension which are filed after due date has elapsed
*If the due date for responding to an office action has elapsed, a request for time extension will be
accepted provided it is filed within the prescribed period (two months) from the due date.
* A two-month extension can be made by filing a single request for time extension.
* A logical reason for filing the request for time extension is not required.
*Fees for filing requests for time extension filed after the due date has elapsed are higher than for those
filed before the due date (JPY 51,000).
If a request for time extension has already been made prior to the due date, a further request for time
extension may not be filed after the due date has elapsed. Also, if a response to the office action has been
filed during the original response period, it is not possible to file a request for time extension after the due

date has elapsed.
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(2) Trademark applications (excluding cases in which an appeal against a decision of refusal has been filed)
(a) Requests for time extension which are filed before the due date
*Even if the applicant (s) are resident in Japan, it is possible to file a request for time extension
(previously, this option was only available to applicants not resident in Japan).
* A one-month extension can be made by filing a single request for time extension.

* A logical reason for filing the request for time extension is not required.

(b) Requests for time extension which are filed after due date has elapsed
-If the due date for responding to an office action has elapsed, a request for time extension will be
accepted provided it is filed within the prescribed period (two months) from the due date.
*Unlike (a) above, A two-month extension can be made by filing a single request for time extension.
* A logical reason for filing the request for time extension is not required.
*Certain fees are charged for filing requests for time extension which are filed after the due date has

elapsed.
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JPO Director General’s Start-of-Year Impressions
HIFTREICESFEEMBRTRER

On January 4, 2016, the JPO published the start-of-year impressions of its Director General for 2016.

The Director General expresses the view that in order to realize the primary thrust of the government’s
“contribution from the entire population” policy, “a strong economy bringing forth hope,” the continued
creation of the innovations necessary for realizing economic growth is essential, and therefore the JPO is
working to support Japan’s ‘innovation system’ via intellectual property administration. The Director General
also describes the stable implementation of the many revisions to systems that have taken place over the past
two years, while the JPO promotes the two pillars of (1) building the fastest and highest-quality examination
system in the world and (2) strengthening support for regional development and small and medium-sized

enterprises as the source of economic growth.

Further, based on the general agreement over the TPP, national implementation of the time extension system
regarding patents and the damages system regarding unauthorized use of trademarks, etc. as required by the

TPP will undergo rapid consideration, and necessary measures therefor will be devised.
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First Regional Collective Trademark Registrations by an Association of
Commerce and Industry and a Chamber of Commerce and Industry
BISRUEIREMICIDMBEAREROMDH TOEEE

The regional collective trademark applications for “FKF 5 £A” (Ujiie Udon) and “HE2 5 %157 (Nakatsu
Karaage), made by the Ujiie Association of Commerce and Industry and the Nakatsu Chamber of Commerce
and Industry respectively, have been registered. This is the first time regional collective trademarks have been

registered to an association of commerce and industry and a chamber of commerce and industry.

Regional collective trademarks offer appropriate protection for regional brands, with the aim of strengthening
competitiveness and boosting local economies by supporting trustworthiness. So far more than 580 regional
collective trademarks have been registered. From May 2014, a revision to the Trademark Law expanded the
groups eligible to register regional collective trademarks to include associations of commerce and industry,

chambers of commerce and industry and non-profit organizations (NPOs).

Prior to these two most recent registrations, a single regional collective trademark for “/N&G &4V — 7 44 17
(Shodoshima Olive Oil) was registered to an NPO in October 2015.
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Most Recent Trends in Business-related Inventions
ES R REERBEDRIFENA

On December 22, 2015 the JPO published information on the most recent trends in business-related inventions.

There was a boom in applications for business-related inventions in Japan around the year 2000, with applicants
seizing the opportunity provided by judicial rulings and litigation proceedings surrounding patents related to
business methods taking place in the United States. Subsequently, such applications reached their peak in 2000,
with the number of patent applications for business-related inventions falling steadily each year until 2011,

when they began increasing again.

The percentage of applications for business-related inventions granted patents from 2003 to 2006 was around
8% (the average across all technical fields was 50%). However, since 2007 this figure has began rising, and in
2014 around 64% of applications for business-related inventions were granted patents (the average across all
technical fields was 69%).

The JPO considers that the chief cause of this increase in the percentage of cases being granted patents is the
permeation of knowledge amongst applicants of the JPO’s examination standards regarding computer software-
related inventions, particularly in the field of business. As a result, applicants have progressed in their ability to

carefully select applications and make appropriate amendments, etc.
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Revision of Official Fees
A4 %ILT4—DKRET

Due to the revision of Japanese patent laws etc., the following revised fees will apply after April 1, 2016.

Patents Current fees (JPY) Revised fees (JPY)
a. Patent applications (including |
divisional and conversion : 15,000 i 14,000
applications) ! !
b. Applications in English E E
language | 24,000 | 22,000
c. Patent application referencing ! B ! 14.000
previous application i i ’
d. Entry of Japan national phase ir15 000 ir 14.000

under the PCT

Time that the revised fees are applied

* a-c above: Apply to applications filed on or after April 1, 2016.

* d above: Applies to cases for which 30 months from the earliest priority date comes on or after
April 1, 2016 and for which the national phase entry is carried out on the same day or thereafter.

Registration/Annual fees (in
case the request for examination | Current fees (JPY) Revised fees (JPY)
was filed after April 1, 2004)

a. 1st-3rd years 1 (2,300+200/claim) X 3 1 (2,100+200/claim) X 3
(1ump sum for 3 years) (1ump sum for 3 years)
b. 4th-6th year (7 100+500/claim)per year (6 400+500/claim)per year
c. 7th-9th year i (21,400+1,700/claim)per year ! (19,300+1,500/claim)per year

d. 10th year onwards i (61,600+4,800/claim)per year i (55,400+4,300/claim)per year

Time that the revised fees are applied

* a above: Applies to cases that for which the due dates of payment (including dates after a time
extension) come on or after April 1, 2016 and for which the payment is carried out on the same day
or thereafter.

* b-d above: Apply to cases for which the due dates of the 4th annuity or later annuities come on or
after April 1, 2016 and for which the payment is carried out on the same day or thereafter (if due
dates of annuities come on or after the same day, payments within the period for late payment will
be calculated based on the revised fees).
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Trademarks

Current fees (JPY)

Revised fees (JPY)

a. Registration fee and
Registration fee for defensive
marks

1
1
1
I
1
1
1
L
1
1
1
I
L

37,600 X No. of classes

48,500 X No. of classes

c. Renewal for defensive marks i 41,800 X No. of classes

Time that the revised fees are apphed

a above: Applies to cases for which the due dates of payment (including dates after a time
extension) come on or after April 1, 2016 and for which the payment is carried out on the same day
or thereafter.

b,c above: Apply to cases for which the due dates of renewal come on or after April 1, 2016 and for
which the renewal is carried out on the same day or thereafter (if due dates of renewal come on or
after the same day, renewal fees within the period for late payment will be calculated based on the

revised fees).

invention

iCT (it loel [Filling Current fees (JPY) Revised fees (JPY)

pplication

a. Fees for international search i 30.000 i Japanese: 80,000
and for transmission P ' Other languages: 166,000

b. Additional fees for A SN oo
international search per 160,000 | gg}aer;elzi' 6%’033 126.000
invention i i guages- 129,

. i i Japanese:26,000

c. Fees for preliminary exam i 26,000 | Other languages : 58,000

d. Additional fees for o S e
preliminary exam per 15,000 | Japanese: 15,000

Other languages: 34,000

Time that the revised fees are applied

after April 1, 2016.

* ab above: Apply to cases for which the date of international filing is on or after April 1, 2016.
* c,d above: Apply to cases for which the date of payment of fees for the preliminary exam is on or
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,
and that the description here does not represent our legal opinion on a specific theme.
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