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Scope of Effectiveness of Extended Duration Patent Rights
FiRAENERSINI-FFEFED N D K S &

On January 20, 2017, the IP High Court issued a major judgment regarding a case seeking to block the
production and sale, etc. of pharmaceutical products based on patent rights that have had their duration
extended.

The judgment issued by the IP High Court indicates (1) a point regarding the scope of effectiveness of patented
inventions for which the duration of right has been extended and (2) a point regarding adjudication standards
for substantial similarity. With respect to (1), it is indicated that the effectiveness of a patented invention for
which the patent right has been extended is not limited to a “thing” (pharmaceutical product) specified by its
ingredients, amount, method of use, dosage, effect and effectiveness as determined by government ordinance,
but also extends to pharmaceutical products that are substantially similar. With respect to (2), it is indicated that
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based on the content of the patented invention (including whether said patented invention is only distinguished
by the active ingredients of a pharmaceutical product; whether, assuming the existence of a pharmaceutical
product’s active ingredients, it is an invention regarding stability and dosage form etc.; or what kind of special
technical features or active effects it has. The same is true below), the similarity of the special technical features
and active effects of the “thing” (as specified by its ingredients, amount, method of use, dosage, effect and
effectiveness as determined by government ordinance) and the target product will be compared and considered,
and a decision will be made based on the common general technical knowledge of a person skilled in the art.

Also, it is essential to note that in this judgment it is clearly indicated that when the scope of similarity is
determined by Patent Law Article 68bis, it is not possible to apply or analogously apply the five requirements
of the doctrine of equivalent determined by the Supreme Court decision of October 24, 1998 (the Ball Spline
Case). It is not possibly to apply or analogously apply these requirements as the system for extending the
duration of a patent right is a relief system for right holders who have been unable to substantially exercise their
patent right, and not a system for expanding the technical scope of a patented invention.

It is thought that this judgment will provide suggestions when considering the relationship between extended
patent rights held by original makers of pharmaceutical products and strategies for future product development
and sales periods for makers of generic pharmaceuticals.
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Damage Compensation Claim against Online Sales of Cracking Software
Approved
9299707 S LD YNRFEICK T HIEERERFRDRE

Osaka District Court accepted for the first time on December 26, 2016 a claim for damage compensation under
article 4 of the Unfair Competition Prevention Law, against a seller of cracking software, which is used to
circumvent license authentication systems.

In the criminal case that preceded this civil case, in September 2015 the defendant (an individual) was found
guilty and given a two-year prison sentence (with five years’ probation), and a fine of two million yen. However,
the civil case was also significant in that it elucidated a path towards civil relief against sales of cracking
software.

In its decision, the civil court states that “due to the action of the defendant, the claimant is deemed to have lost
an opportunities for sales of its product equivalent to the number of sales (downloads) of the software sold by
the defendant.”
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Necessity of Registering New Plant Varieties Overseas
BHATOFRESROLENG

A suspicion has emerged that “Beni Hoppe”, a registered plant variety protected in Japan, is being cultivated on
a large scale in China along with other branded fruits.

Even if a plant variety is registered in Japan, if it is not registered in China, the right holder cannot claim
infringement of rights due to unauthorized cultivation activities in China. Therefore, if protection overseas of a
plant variety developed in Japan is desired, it is necessary to acquire rights overseas. Specifically, it is possible
to receive protection for a new plant variety in various countries by registering said plant variety for protection
in countries with equivalent legislation to the Japanese Plant Variety Protection Law. Also, there is an
international treaty for the protection of new plant varieties, L’Union International pour la Protection des
Obtentions Végétables (UPOV), which establishes international rules regarding standards, etc. for protection of
plant varieties.

Compared to patents, cultivation rights are relatively unknown, and understanding of how necessary it is to
acquire cultivation rights overseas has not yet become widespread. However, considerable attention must be
paid to the acquisition of plant variety rights overseas in order to facilitate the expansion of agricultural exports
and the protection of brand value abroad.
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Expansion of Cyber Attacks
Y AN—HEDHILK

According to newspaper reports etc., there is a current spate of cyber attacks against enterprises and financial
institutions in South-East Asia. Meanwhile, in Japan there are reports of a sharp increase in cyber attacks
targeting home electronics such as security cameras and televisions.

In developed nations, due to the spread of the Internet of Things (1oT), the battleground for cyber attacks and
data security is shifting from enterprises and financial institutions, etc. to the home. In developing nations in
South-East Asia and elsewhere, rapid expansion of the data security market in the field of home electronics is
expected in the near future.
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long years of experience and analyzes competence unique to Click here for details
international patent firms.
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Expansion of Applicability of Accelerated Examinations and Accelerated
Appeal Examinations for Trademark Applications
ERERHEORRER - FHREEOXNRILK

The applicability of accelerated examinations and accelerated appeal examinations (below: accelerated
examinations) in trademark application cases has been expanded.

Previously, when filing an international trademark application under the Madrid Protocol using an application
filed with the Japan Patent Office (JPO) as the basic application, it was necessary to have already filed the
international application before accelerated examination could be requested for the basic application. Now, due
to the expansion of the applicability of accelerated examination, it is possible to request accelerated
examination for a basic application when an international application is ‘scheduled’ but is yet to be made.
However, the trademark must either be in use regarding at least one of the goods or services specified for the
application, or preparations to put it into use regarding a least one of the goods and services must have
progressed to a reasonable extent.

Also, previously if an application specified only goods or services listed in the Trademark Law Enforcement
Regulations Annex, the Examination Guidelines regarding Similar Goods and Services and the Table of
International Classifications of Goods and Services, there had to be an urgent need to establish a right, or the
trademark had to either be in use or preparations to put it into use needed to be taking place regarding all goods
and services designated in the application. Now, due to the expansion of scope, a trademark application may be
eligible for accelerated examination even if these former conditions are not met. However, the trademark must
either be in use regarding at least one of the goods or services specified for the application, or preparations to
put it into use regarding a least one of the goods and services must have progressed to a reasonable extent.

6 eleB) HARAKENZO



MOKYONVIT@HARAKENZC
40th Anniversary in 2016

S
March 2017

H SHE S TN
£ ARAKENZO JAPAN
INTELLECTUAL PROPERTY LAW WORLD PATENT & TRADEMARK

INTELLECTUAL PROPERTY LAW FIRM

PR R O R A e OV EE (LUF TREIEE) Lo, ) ORRPIERS T,

HAKRFFT ~O A S (LUF AR Lo, ) & LT FY v FREREFITHED S EFEREH
iz T %6, REHBIZ O OWTRIIEFEAZHE KT 27 OICITEBRBRERLEEZ L TWD 2 ERRETH o7,
LirL, AEOIERIZEY . HEHE T7E] O%aTh, EEHBEIC O W TREIEEZFERT 52 L3 A6E
Llpole, 122U, HREMM - BHD O B b —2oDn - BHITHBEMEIE 2L LT 2 UM O
Yl 2 FH SRR EHED TV D MEN D 5,

£ilo. TpaERA TR o DEERES - RBFEAENE] SO TRgs - v — B RERSEE] 2BV T
PR SN TV DR « RIFDOHZHEE L T L HBOSE. MALOBREME, d, £TOREM M « KFIZ
DWTHEE L UIMERHEHZ L WD ZEDRRETH o7, L, AEIOIERIZED . 2 b DB
STHRYIFEADIGR Lo, 2L, FEMM - BHD 5 B &b —2Din « BB IR 2
LT % ST O (i 2 F U FEEE D TW D BEN D 5,

v ) HARAKENZO



KY(ONWVI@TAIRE
40th Anniversary in 2016

HARAKENZO

HARAKENZO

FERBHEN

v
INTELLECTUAL PROPERTY LAW

WORLD PATENT & TRADEMARK

INTELLECTUAL PROPERTY LAW FIRM

HARAKENZO
WORLD PATENT
& TRADEMARK

I.P.kenzo
LAWYERS

Intellelution

Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,

and that the description here does not represent our legal opinion on a specific theme.
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