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First Registration of Sound Trademarks Composed Solely of Musical

Elements
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Sound trademarks are one of the so-called "new type" trademarks for which the JPO began accepting

applications in April 2015. So far, 172 sound trademarks have been registered, of which almost all are sounds

that have "distinctive lyrics." On this occasion, three trademarks that are composed solely of musical elements

and that do not have lyrics have received decisions to grant trademark registrations. The three trademarks are as

follows:

1. Taiko Pharmaceutical Co., Ltd.: Application No. 2015-029809

The Seirogan medicine theme.

2. Intel Corporation: Application No. 2015-

The "Intel Inside" theme.
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3. BMW (Bayerische Motoren Werke Aktiengesellschaft): International Registration No. 1177675

This Madrid Protocol Application designating Japan was granted a registration.

"Musical elements” comprises melodies, harmonies, rhythms/tempos and timbres, etc.

In short, “sound

trademarks solely consisting of musical elements™ are trademarks formed only of sounds and which do not

include lyrics, etc.

Sound trademarks with lyrics, etc. fundamentally include linguistic elements and so their distinctiveness is

easier to determine. Sound trademarks without lyrics can easily be interpreted by consumers simply as music or
a backing track, and such trademarks will not be judged to have distinctiveness. Therefore, in order to be

approved for registration it is necessary for such a sound to gain distinctiveness through large-scale use in TV
commercials etc. In general, this is a difficult hurdle to overcome for sound trademarks composed solely of

musical elements.

Applicant

Application
No.

Trademark

Taiko
Pharamceutical
Co., Ltd.

2015-
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FRAND is process
FRAND is process

Debate is continuing over the use of the Standard Essential Patent (SEP). A presentation given at the 22nd
Patent System Subcommittee of the Industrial Structure Council's Intellectual Property Committee introduced
the school of thought that "FRAND is process,” which has permeated in Europe, and highlighted "designing a
system built on arbitration (arbitration and adjudication)" as a possible means for resolving conflicts over SEP.

As well as promoting negotiations through "good faith,” such a system would include arbitration based partly
on a judgment of whether or not there is "good faith". For example, the presentation showed a method whereby
if one party actively attempts to resolve a conflict through use of arbitration, but the other party rejects this, the
fact that the first party attempted arbitration will be seen as an element indicating "good faith", which will be
evaluated at later legal proceedings.

Although Apple (US) and Samsung (Korea) already settled a series of lawsuits disputing the ability to enact
rights to request injunctions and rights to seek damages based on a FRAND declaration of patent rights, it has
been indicated that when deciding the appropriateness of SEP actions, the sincerity of each party's activities
will be taken into account during the license negotiation process. In other words, as the Special Division of the
IP High Court has stated, such as in their judgement of May 16, 2014: "as a result of putting together the
various circumstances that appeared throughout the process resulting in a FRAND declaration and the license
negotiation process etc.... regarding the existence of exceptional circumstances, such as where it is deemed that
it would be grossly unfair to permit a demand for damages falling within the range of a license fee, if the other
party has made a statement of evidence to that effect, restrictions must be placed on the demands made on the
basis that they would constitute an abuse of rights. "

In disputes related to SEP, "in the license negotiation process etc. prior to arriving at a dispute, the degree to
which a party's handling of the matter was sincere" is generally becoming a component of the judgment of the
appropriateness of SEP actions, not only in Europe but also in Japan. In addition, when "designing a system
built on arbitration (arbitration and adjudication)” as mentioned above, the use of arbitration is positioned as a
means of presenting evidence that negotiations etc. were carried out in "good faith,” prior to arriving at a
dispute.
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Special Exceptions Regarding Potential Registrants of Regional
Collective Trademarks due to Application of Regional Future Investment
Promotion Law
g R E IR B REEZDBER (LD FARERD S F T AICET 555451

With the enactment of the Regional Future Investment Promotion Law on July 31, 2017, corporations to which
special exception measures apply under Article 22 (1) or (2) of said law will be treated as "associations etc." as
stipulated in Article 7-2(1) of the Trademark Law, and as such may become potential registrants of regional
collective trademarks.

The Regional Collective Trademark system aims to support the confidence of businesspeople working in
connection with regional goods etc., enliven regional economies and strengthen Japan's industrial
competitiveness by providing protection for regional brands. As such, the registration requirements for word
marks formed from the names of regions and of regional goods (services) etc. that are often used as "regional
brands™ will be relaxed, and although corporations are not included under "associations etc.” as stipulated in
Article 7-2(1) of the Trademark Law, if deemed eligible for the above-mentioned special exception measures,
such corporations may be potential registrants of regional collective trademarks.

When carrying out an examination to determine whether or not special exception measures should apply, a
"Petition for Approval of Economic Traction Business Plan based on the Regional Future Investment Promotion
Law" and "Statement of Evidence of Approval of Business Plan by Prefectural Governor etc.” will be checked
for the following matters.

(1) Whether or not the business plan had received the approval of a prefectural governor etc. at the time of
application.

(2) Whether or not a decision was made within the planned period of the business plan.

(3) Whether or not the applicant and the corporation written in the business plan are the same.

(4) Whether or not fundamental freedom of participation is stipulated in the established articles of association
regarding the qualifications of members of the corporation written in the business plan at the time of
application.

(5) Whether or not the designated goods and/or services written in the application document are consistent with
those written in the business plan (consistency is judged based on whether or not the goods/services written in
the application document are fundamentally included within the scope of the goods/services written in the
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business plan).

Further, if a corporation is entitled to become a registrant and files a trademark application for a regional
collective trademark, there is merit in that their application can be registered with lower hurdles regarding
scope or level of notoriety than for a standard trademark or collective trademark.
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Confusion Surrounds Cryptocurrencies
REBEBEZKDEEL

The debate surrounding cryptocurrencies such as BitCoin is becoming more complex.

According to a report by Reuters, on October 10, 2017, Sergey Shvetsov, First Deputy Governor of the Bank of
Russia, stated that access to websites trading in cryptocurrencies such as BitCoin would be blocked, explaining
that it was unacceptable that small-scale investors could easily and directly access such "untrustworthy means."

Prior to this, on September 22, 2017, Vitor Constancio, Vice-President of the European Central Bank (ECB)
gave the opinion that BitCoin was not a currency but merely a tool for speculation.

On the other hand, there is major anticipation for the markets of cryptocurrencies such as BitCoin. When
Chinese media reported that trading of cryptocurrencies would be shut down in the country, there was a sharp
drop in trading on September 8, 2017, but on the trading platform Bitstamp, BitCoin (BTC=BTSP) had reached
its highest value to date on September 2, 2017, at almost 5,000 USD.

BitCoin was originally developed during the start of the global financial crisis as a low-cost financial
transaction method that circumvented use of banks and government institutions. As a result, the central banks of
various countries as well as major banks have naturally put forth harsh criticism of cryptocurrencies, which
they cannot administrate themselves.

As pointed out in a recent report by Reuters on "the blind spots of cryptocurrency: fraud, hacking and illegal
trading”, BitCoin and other cryptocurrencies are traded on the internet, on sites compared to Wild West towns
without sheriffs. As cryptocurrencies lack administrators (in particular, issuers and administrators like central
banks), circulation is easy, efficient and very free, making cryptocurrencies both appealing and high-risk.

On this point, David I. McKay, CEO of the Royal Bank of Canada (RBC) (RY.TO) said on September 28, 2017
that trading in cryptocurrencies such as BitCoin was not "fraud" but that it required monitoring, and that RBC
was researching ways of using the Blockchain technology behind BitCoin.

8 eleB) HARAKENZO



HARAKENZO
N 40th Annzversary in 2016
FIEEBIEA November 2017

HARAKENZO JAPAN

INTEIYI’_ECTUAL PROPERTY LAW WORLD PATENT & TRADEMARK

INTELLECTUAL PROPERTY LAW FIRM

By had o EoREE 2K D ER 0 EERE L TV D,

oA Z—@EICIE, o THRREITORNLT A - a3 78 1 REIREA201T4EI0H 1002, B b
ad U CEEEEWR O BEIFTOU = 7Y A hA~DOT 7B AEERT 5 iR, Thivbhuixz o Lz
DO LWREBI/NAOBEZNERENORH T VAT 08D 5 2 kif%@wjkﬁ%btkw £ T
b,

WP H, 9A22 R ICIE, BN RERTT (ECB) a2 ¥ U FRIREN, IRBELE Y oA
IZOWT, BETIEHRL, BEOERIZTERWEDRMEE R LT,

—J7. By hag o Eof@EI LT, misOMHIRE . FTENENOSARE GG BT 4 PHH S
LEDREAT 4 7 OHEEZIT T, OHSHORE|TIHEAE L-bOD, BB 7Ty v 74+ —4 TEy AKX
YT ICBWT, By haAf rBTC=BTSPIi&, 9H2HIZIX500 0 FAMHETER L, @EKEEE%
£HF TNz,

JLx, By haAf ik, Za— U EBRfEREOR AR, SATOBUN & LB L TR A N CemtEs [ 23T e
2728 ’%’%%Lf%f:%@f&)é ZDH, FEOFRETIS LOFEERITN, B b TIHEHAATRER
IS ORAREICH LT LWaHliZ T D4k E b0 25,

D%&*LE ;5WL®F%ﬁ)T b ARAEBE DA, FEIRE Ny B — L IEREEGBIET b H Dl
D, By hag 3o e EBEREIX. A Z—%y e, REEDZENED DA LK -
U AR TIThILTW5S, EE@EEIL, BT (FRICBRITERE Cbh 5 IIBIT) BNFEEET, 5 T
By, 2o, HHEOBEWRENATETHLDOMN, M1 THHD LFEEHZ, fGfRTHH 5,

:@EF ONWT, B THOEITRFRA YL N T - FT < F% (RBC) RL.TODT —7 « <77
A IEEEAEE (CEO) &, 9H28A, MREWEE y b oA % [FEK] [2i3M 726w, 7272 B
@Mgﬂkéj&%%L\ty%ﬂ4y%iiéfﬂy7%:~V(%ﬁ@ﬁ@)&%mowTﬁ%%%%ﬁ
THRTHDLHE LTS,

9 ) HARAKENZO



HARAKENZO MOKY. OV ARAKENZ@
40th Anniversary in 2016

H WRRREN November 2017
ARAKENZO JAPAN
INTEIYI’_ECTUAL PROPERTY LAW WORLD PATENT & TRADEMARK

INTELLECTUAL PROPERTY LAW FIRM

Machine Learning and Copyright
WRFE EFE

ITmedia NEWS published information on a seminar held by lawyer Mr. Taichi Kakinuma on "Al Business Law
and IP."

In machine learning, it is known that it is necessary for programs to analyze and learn vast quantities of data,
but there is a debate over whether in Japan, according to Article 47-7 of the Copyright Law, the reproduction of
copyrighted data for the purpose of machine learning can be deemed legal.

In other words, Article 47-7 determines that: "to the extent that it is considered to be necessary, it is permissible
to record a work onto a recording medium or to make an adaptation of a work if the purpose of doing so is data
analysis by means of a computer.” If machine learning is considered to be included in the "data analysis"
specified by Article 47-7, Article 47-7 can be interpreted as permitting the reproduction of data for the purpose
of machine learning.

It is thought that machine learning and deep learning will require greater revisions to the copyright law etc. than
to the patent law and patent and utility model examination guidelines.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,

and that the description here does not represent our legal opinion on a specific theme.
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