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Bill Partially Revising Design Law
FED—EZRIET HEESE

On March 1, 2019, a bill regarding partial revisions to the Design Law was decided upon by the cabinet and

submitted to the current ordinary session of the National Diet.

1. Expansion of protected items: Designs to be newly subject to protections

(1) Images not displayed or recorded on goods.
(2) Outer views and inner decorations of buildings.

2. Revision of related design system

(1) The period for applying for related designs will be changed from "until the publication date of the
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registration of the principal design” (around 8 months) to "within 10 years from the application date of the
principal design”.
(2) Designs similar only to related designs may be registered.

3. Change to period of duration of design rights
The period of duration of right will change from "20 years from the date of registration” to "25 years from the

date of application”.

4. Simplification of design application procedures

(1) Assingle application may contain multiple designs.
(2) Classes of goods will be abolished to allow more flexibility when writing the names of goods.

5. Indirect infringement
It will be possible to crack down on the import and manufacture etc. of infringing goods that are broken down

into their constituent parts in order to avoid restrictions, by stipulating subjective elements such as "the
infringing party knows that [good] etc. is used in the implementation of [design]".

Ball part ' Example 4: Cosmetic roller (registered design)

After revision:

Even if the ball part and the handle part of infringing
goods are manufactured/imported etc. separately, this
will be deemed infringement of the registered design
based on certain requirements.

Handle part

From "Outline of bill partially revising Patent Law etc." (Ministry of
Economy, Trade and Industry)
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PCT Collaborative Search Trial Program
PCTHEERERITIOI S LA

PCT collaborative searches are carried out for the purpose of producing high-quality results in PCT
international applications. A single PCT application will have its patentability judged by a primary patent office

and a secondary patent office, which work in collaboration to ultimately produce a single international search
report that is provided to the applicant.

A trial program for collaborative international searches regarding PCT international applications was started

between the five major patent offices on July 1, 2018, based on an agreement between the directors of said
offices at a meeting held in June 2016.

Until now, only English-language PCT international applications have been subject to the trial program.
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However, from April 1, 2019, the Japan Patent Office has also begun to carry out collaborative searches under
the trial program regarding Japanese-language PCT international applications.

PCT collaborative searches provide many advantages for applicants. For example, since PCT collaborative
searches can be expected to produce high-quality examination results at the international stage, applicants can
acquire materials that are helpful when judging the necessity of entering the national phase in each country and
selecting countries in which to enter the national phase, etc. Thus, the expansion of the program to include
Japanese-language PCT international applications will make it easier for many Japanese enterprises and groups
etc. that usually file PCT international applications in Japanese to take advantage of the program. It is expected
that the addition of Japanese language will increase the opportunities for applicants to enjoy the benefits of PCT
collaborative searches.
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Current State of Patent Opposition
P EERIIOERK

The previous patent opposition system was abolished and patent oppositions were unified with patent
invalidation trials by a 2003 revision to the patent law. A further revision to the patent law in 2014 introduced a
new patent opposition system (below: the patent opposition system), with the purpose of making it possible to
rapidly secure very stable rights.
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Since the patent opposition system began in April 2015, 3,903 patent oppositions have been filed in total. Of
these, 3,049 (approx. 78.1%) have been concluded.

The Japan Patent Office has reported the trial results (as of the end of December 2018) for 2,512 patent
oppositions that were filed between April 2015 and September 2017.

According to the report, the results were as follows.

(1) Patents upheld without correction: 879 (35.0%)

(2) Patents upheld with corrections to the scope of claims, etc.: 1,269 (50.5%)
(3) Patents with all or some of the objected claims cancelled: 284 (11.3%)

(4) Oppositions dismissed as all objected claims of patent deleted: 23 (0.9%)

Although the proportion of objections that resulted in (3) above (objected claims cancelled) or (4) above
(objected claims deleted) is relatively small, more than half of objections (50.5%) resulted in (2) above
(corrections made to upheld patent). From this, it can be seen that even if a patent opposition does not result in
totally overcoming an objected patent, it may result in a reduction of the scope of the right.

Depending on the objective, skilled use of the patent opposition system, together with offer of information and
invalidation trials, is an effective way of attacking patents.

2003%@%%%56&@:; D . DERTDRFET e W SLH B IR RN — AL SN DB THELL S L7228,
2014 FEDRFFFEEIC L 0 | SRS L LIHERI 2 B HNCHER T2 2 L 2 BT H 2 L 2 B E LT, Bl 7eks
R L R T A (uT B TRFFERGEHNLHIE ) R 5, ) DEASRTZ,

R BB L O UL, 201654 H (TP B SZHIEE 3 BAGE S U CTLIRE, BFHT3903fk L 2D o5 5
30491F (K78. 1%) MEAELFITE - TN D,

AlEl, FEFFIT LD . 201654 A ~2017429 H RICHRFFF G H L T S 725120, 20184F12 H KRF A2 351
DR RN S,

FOHRBIZED L, OBBRINEBERZOEEORTHESNTZ OO (HEF GTIESE) ) 238791F
(35.0%) . @B &k SN RPN RFEFaGE R ORMPAGE ORI IEA R CHEFF S N2 b 0 GERF GTIEAR) ) 23126914
(50.5%) . @EFER L ORNSRFEREOETIT—HMABRYBE SN0 (BUY) 232841 (11.3%) . @R
B ORIREERENETHIRENTZZ LICKV BFEREAA T I (AT GriER) ) 20234
(0.9%) TH-o7=,

BN OMBFERENPRYHEN D (EREO) . EFHBRESND (ERO) & en—FH7T, b
MOFTIEZRCHERF SN D (LFEQ) FIE A8 (50.5%) ITH %5, ;@;kz}) . XIGRERT OMER & 5

mteue@ » HARAKENZO more”




\-\ARAKENZ()
¥, 45th Anmversary in 2021

H I EREN Aprll 2019
ARAKENZO JAPAN
INTEI:{_ECTUAL PROPERTY LAW WORLD PATENT & TRADEMARK

INTELLECTUAL PROPERTY LAW FIRM

BITETETITIIEL 2V, MHEREFHOBHNEZ B E LTERFRFRER LI, —EOENH D Z ENREN
770

THAEit, M & O T, BRI IHE L 5 E<FIHT A Z & T, BIZIGS U T, MR EFTFE2h 3
MINCHEBET HZENTEHEERD,

Increase in Examination Fees
HEZEFRHBDSIZLETF

A new system of reduced examination fees and patent fees for small and medium-sized enterprises etc. will be
introduced from April 1, 2019. Also, no supporting evidence will be required when filing requests for reduction
in communication fees/search fees/preliminary examination fees regarding Japanese-language international
applications received in the Japan Patent Office (JPO) on or after April 1, 2019 (however, it will be necessary to
file requests for fee reduction by a certain date).

On the other hand, together with adjustment of the system for fee reductions, the basic fees for requesting
examination are being increased. The new rates apply to applications filed on or after April 1, 2019 (in the case
of divisional applications or converted applications, the date of filing that of the divisional or conversion, and
does not revert to the filing date of the original application. In the case of PCT national phase applications, the
date of filing is that of the international application). Enterprises etc. that do not qualify as small or medium-
sized enterprises etc. or applicants who do not wish to request fee reduction will have to pay higher fees than
before this change.

Old fees New fees
Standard patent aoolication 118,000 JPY + No. of claims 138,000 JPY + No. of claims
P PP X 4,000 JPY X 4,000 JPY

PCT national phase entry (JPO
produces international search
report)

71,000 JPY + No. of claims 83,000 JPY + No. of claims
X 2,400 JPY X 2,400 JPY

PCT national phase entry (another
office produces international
search report)

106,000 JPY + No. of claims 124,000 JPY + No. of claims
x 3,600 JPY x 3,600 JPY

Patent applications indicating a
search report issued by a specified
registered searching body*1

94,000 JPY + No. of claims 110,000 JPY + No. of claims
X 3,200 JPY X 3,200 JPY

*1 A "specified registered searching body" is a registered searching body that has received special
registration from the director of the JPO.
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Example of Registered 3D Trademark: "Diamond-cut"
MAREREFRSEHFAYHVE]

The "diamond-cut™ used on the packaging of Kirin Brewery Co., Ltd.'s "Hyoketsu" series has been registered as
a 3D trademark.

In order for packaging without words or images to be registered, it must be possible to identify the brand via the
shape of the packaging alone. The "diamond-cut™ has this high degree of recognition amongst consumers. As a
rule, even in cases where characteristic decoration etc. is used, if looking at the shape of the packaging enables
users to identify a product, Article 3(1) of the Trademark Law applies. Kirin's application for a 3D trademark
for an aluminum can with an indented "diamond-cut" surface received a decision of refusal from the Japan
Patent Office.

After receiving the decision of refusal, Kirin carried out a survey in order to acquire evidence of distinctiveness
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based on use, and argued that the results of said survey indicated recognition by users. Due to Kirin's argument,
Article 3(2) of the Trademark Law was applied at the appeal stage, and the decision of refusal was overcome.

The "Hyoketsu™ series of drinks is a brand popular with consumers that is associated with "ice", "cold" and
"refreshment” due to the indented surface of its "diamond-cut” packaging. Although it is a challenge to
overcome the strict requirements of Article 3(2) of the Trademark Law, 3D trademarks help convey an image of
a product strongly to consumers, and using 3D trademarks is an effective brand strategy.
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Vietham PPH: Increase in Number of Cases Handled
BEFEE/NMVIA(PPH) DR RERIEK ~NhFL~

The Japan Patent Office has announced that from April 1, 2019, the number of cases handled by the current
patent prosecution highway (PPH) with IP Viet Nam will increase.

In recent years, the business environment in Vietnam has developed and many enterprises in various business
fields have emerged. In order for these enterprises to do business smoothly, it has become necessary for them to
be able to rapidly acquire and utilize patent rights. Therefore, a PPH was started between the JPO and IP Viet
Nam on April 1, 2016.
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However, until now the number of PPH requests accepted by IP Viet Nam has been limited to 100 per year, and

there have been strong requests from users for this limit to be raised.

The JPO and IP Viet Nam have agreed to continue the trial PPH for another three years starting in April 1, 2019,
with IP Viet Nam accepting up to 200 PPH requests each year.

As a result, it will be possible for users to rapidly acquire patent rights via the PPH even in Vietnam, where
patent examinations usually take a long time, and make effective use of those patents in their business.
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Introduction to Our _Flrm s Service

ASEIJFJ—*@@)UJ"JF@IW@)JFJmJgJ @@m LJJJ" \Elon
AR ) o) 1) 3y SR B S =

‘ We provide services of the highest standard by combining expert knowledge

—cultivated through decades of experience— with unique analytical Click here for details

capabilities that only a large-scale international IP firm can offer.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,
and that the description here does not represent our legal opinion on a specific theme.

Please visit our facebook pages below.

@U_ffkggal Departmenti onjFacebooks
iZBiaBFacebookq

P N Nt NSl

Four. Iegal departments based in Osaka and Tokyo prowde information on |
trademark applications, design applications, combating counterfeit goods
WEtc via Facebook: Please view our, Facebook page for more deta|ls =

AR BRI BCEBEBOFacebooklc CIBIRLE: BHLHNE |
|EEHELGLONMICETAREERELTHVET HVTBRRELY
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HARAKENZO WORLD PATENT & TRADEMARK
EFRBEAHARAKENZO WORLD PATENT & TRADEMARK

QuiHirshimalfficefon]Gacebook

Our Hiroshima Office’s Facebook page provides useful services for
Hiroshima prefecture and the rest of the Chugoku and Shikoku regions,
with constant IP information updates. Please find us on Facebook.

LEE#HFOFacebooklc T.LERZSE. RUEMIOEREIC
ﬁﬁﬁt%h%iﬂﬁﬂ%ﬁﬁ&!ﬁﬁ%{% LTHYET. HUTCEELEEL,

~ @Moreginformation SMliE =B S
HARAKENZO WORLD PATENT & TRADEMARK HIROSHIMA OFFICE

1Er B EAHARAKENZO WORLD PATENT & TRADEMARK [ B %%k

Below are links to further IP information.

BIO IP | ITIP | loT X Al |
Informatlon Information Support Station
I\47I'9EI]HJI'|=¥E ITXAA 5%k IoOTXAIZIB=E
Food & Medical Maior & Emerain ] ]
SUPEgﬂ"ﬁ?ﬁon Eccgnomlc POV?IEI'? TPPL.P. Chapter
B x ERSTIRE # E AR ER TPPX184 153k
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TOKYO HEAD OFFICE

ADDRESS:

WORLD TRADE CENTER BLDG. 21F
2-4-1, HAMAMATSU-CHO, MINATO-KU,
TOKYO 105-6121, JAPAN

TELEPHONE:
+81-3-3433-5810 (Main Number)

FACSIMILE:
+81-3-3433-5281 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-tky(@harakenzo.com
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OSAKA HEAD OFFICE

ADDRESS:
DAIWA MINAMIMORIMACHI BLDG.,

2-6, 2-CHOME-KITA, TENJINBASHI, KITA-KU,

OSAKA 530-0041, JAPAN

TELEPHONE:
+81-6-6351-4384 (Main Number)

FACSIMILE:
+81-6-6351-5664 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-osk(@harakenzo.com

OSAKA 2nd OFFICE

ADDRESS:

MITSUI SUMITOMO BANK
MINAMIMORIMACHI BLDG., 1-29,
2-CHOME, MINAMIMORIMACHI, KITA-KU,
OSAKA 530-0054, JAPAN

TELEPHONE:
+81-6-6351-4384 (Main Number)

FACSIMILE:
+81-6-6351-5664 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-osk(@harakenzo.com

HIROSHIMA OFFICE

ADDRESS:

NOMURA REAL ESTATE

HIROSHIMA BLDG. 4F

2-23, TATEMACHI, NAKA-KU, HIROSHIMA
730-0032, JAPAN

TELEPHONE:
+81-82-545-3680 (Main Number)

FACSIMILE:
+81-82-243-4130 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-hsm{zharakenzo.com

NAGOYA OFFICE

ADDRESS:

GLOBAL GATE 9F, 4-60-12 HIRAIKE-CHO,
NAKAMURA-KU, NAGOYA-SHI, AICHI
453-6109, JAPAN

TELEPHONE:
+81-52-589-2581 (Main Number)

FACSIMILE:
+81-52-589-2582 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-ngy@harakenzo.com




