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New Version of J-PlatPat with Added Functions Released
ISR TSN D4 — L (J-PlatPat) DETHEEEMN )y — R & f=

A new version of J-PlatPat featuring new functions was released at 9:00 a.m. on May 7, 2019. The major new

functions are as follows.

1. Shortened Time Lag and Expanded Referenceable Documents

Although it used to take around three weeks from the date of submission to the JPO for information concerning
the course of an examination/appeal to be made available, with the new functions it now takes a day in
principle. Moreover, referenceable documents have been expanded to include not only those regarding patents
and utility models but also designs and trademarks. However, in the case of design and trademark documents,
only those documents dated from January 2019 (and only registered designs) are referenceable.
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2. Expanded Database

It is now possible to search for trademark applications which were rejected by the JPO's examination, and
trademarks whose rights have lapsed. In addition, it is now possible to search in Japanese for Chinese patent
documents, which have been rapidly increasing in number in recent years.

3. Improved Quality of Machine Translation
The latest machine translation algorithm uses Al to provide better quality Japanese-English translations.

4. Improved Screen Layout for Ease-of-use
The menu and the start screen have been reorganized to make it easier even for new users to use J-PlatPat
smoothly.

The introduction of the new functions enables users to grasp quickly and accurately the results of
examinations/appeals in their own cases and in the cases of others. Moreover, as the prior art search is more
accurate and efficient, it enables users to avoid duplicate applications and to formulate more suitable strategies
for overseas applications.
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Outline of Revisions to Design Examination Guidelines
EEBEEEERTOHE

The revised design examination guidelines are being applied to examinations for design applications filed on or
after May 1, 2019. The JPO homepage contains information on the content of the revisions to the guidelines.
With the aim of improving operating performance and international cooperation under the Hague Agreement,
the revised design examination guidelines ease the requirements for applications and drawings. Moreover, this
revision includes other major amendments, such as changes to how prior applications are judged regarding
partial designs and whole designs, etc. (see the excerpts from the JPO homepage below)

1. Abolishment of the Requirement of 'a Set of Drawings'

Prior to the revision, the JPO required applicants to submit drawings of a design from six directions in
orthographic projection (a set of drawings). However, it was indicated to the JPO that this system is not
preferable from the perspective of international cooperation, as it places additional strain on applicants when
preparing drawings, and in some cases designs are issued with invitations to amend because the drawings do
not satisfy formal requirements in Japan, even though the same drawings can be registered without any
problems in other countries. Thus, the JPO no longer requires a specific number of drawings to be submitted as
long as the drawings are sufficient to clearly show the design.
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However, applicants should be aware that their application will be in violation of Article 3, Section 1 main
paragraph of the Design Law if comprehensive judgement of the application document and drawings etc.
concludes that it is impossible to derive a specific design from the application since a set of drawings was not
submitted.
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2. Abolishment of the Section [Partial Design] in Application Documents

Prior to the revision, when filing a design application for a component of a product it was necessary to include
the section "[partial design]” in the application document. Following the revision, this section is no longer
required.

3. Acceptance of the Inclusion of Descriptions of Articles other than those for which a Design Reqistration is

sought
The revised guidelines permit applicants to show articles in the drawings other than those for which a design

registration is sought, provided that the articles are clearly distinguished in the drawings or in descriptions.
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4. Relaxation of Methods for Indicating Partial Omissions

Providing that the clarity of the design does not suffer, the revised guidelines allow applicants to use various
methods to indicate omissions. They also remove the requirement to indicate in the application document the
measurements of parts that are omitted.
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5. Judgement on Prior Applications in cases of Partial Designs and Whole Designs

When judging whether or not the regulations of Article 9 Sections 1 and/or 2 of the Design Law apply, not only
will applications for whole designs be compared to other applications for whole designs and applications for
partial designs compared to other applications for partial designs, but whole designs and partial designs will be
compared to one another. For example, when a partial design is filed first, and a whole design regarding the
same or similar articles is filed some days later, the prior application will be registered while the subsequent
application for the whole design will be rejected if it is similar to the prior partial design, according to the
regulations of Article 9 Section 1 of the Design Law (Examination Guideline 61.1.1)
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The examination guidelines describe the method of judging the similarity of whole designs and partial designs.
(Examination Guideline 71.9.2)

6. Related Designs in cases of Partial Designs and Whole Designs

It is judged whether or not the regulations of Article 9 (prior applications) and Article 10 (related designs) of the
Design Law apply, both in cases comparing partial design applications with other partial design applications
and cases comparing whole design applications with partial design applications. (Examination Guideline
71.9.1)

Regarding the judgement of similarity of whole designs and partial designs in the case of related designs, please
refer to the above-mentioned Examination Guideline 71.9.2.
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Promulgation of Revised Patent Law
BEREFFED AT

A law partially revising the Patent Law, which was approved by a Cabinet decision on March 1, 2019, was
approved by the House of Councilors on May 10, 2019, and promulgated on May 17, 2019.

The major changes to the Patent Law are as follows:

(1) The foundation of a system in which neutral technical specialists carry out local investigations
(verifications)

(2) Revision of methods for calculating damages

Under the system mentioned in (1), if there is a possibility a patent right has been infringed, neutral technical
specialists can inspect a suspected infringer's factory etc., carry out a search for evidence necessary for
verifying infringement of a patent right, and submit a report to a court.

It is important to note that in order to use the above system, the following conditions must be met:

(i) the subject of the investigation must be materials owned by the other party which are necessary for verifying
an act of infringement (‘necessity')

(if) it must be recognized that there is a probability of infringement of the patent right by the other party
(‘probability")

(iii) 1t must not be easy to collect the subject material by any other means (‘supplementing’)

(iv) it must not be judged that collection of the subject material is inappropriate due to imposing a
disproportionate burden (time, money) on the other party, or for other reasons (‘appropriateness’)

In addition, the 'revision of methods for calculating damages' ((2) above), specifies that in contrast to the
previous version of the law, right holders can now claim damages equivalent to a licensing fee on suspected
infringing goods etc. that exceed their own production and sales capabilities. It also specifies that calculation of
damages equivalent to a licensing fee can be carried out on the assumption that a court has found the patent to
be valid and that infringement has occurred.

The due date for enforcement of the above law partially revising the Patent Law is set by government ordinance
to within one year from the promulgation date. The law partially revising the Patent Law will therefore be
enforced within one year.
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‘ We provide services of the highest standard by combining expert knowledge

—cultivated through decades of experience— with unique analytical Click here for details
capabilities that only a large-scale international IP firm can offer.
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Japan-China Cooperative Research Report on Intellectual Property in
2018 Published
2018 EDAMMHEICRETSEFHEARBREED LR

Japanese and the Chinese researchers at the Institute of Intellectual Property collaborate on research into the
state of the intellectual property system by comparing the intellectual property strategies and trends in legal
amendments of Japan and China every year.

The Japan Patent Office published the collaborative research report for 2018 on May 8, 2019.

The themes of the report are as follows:

(1) Research into the intellectual property law system in relation to Al (with a focus on patents)
(2) Research into the exercising of rights of standard essential patents

(3) Research comparing the similarity judgement of trademarks in Japan and China

In (1) above, for example, it is proposed that a database should be developed and maintained regarding
inventive step, since in numerous cases the prior art or business methods required in order to judge inventive
step are not disclosed in documents. The study also proposes that in the same way as software patent inventions,
Al-related inventions should be used as prior art or main references regardless of a difference in business
methods if the technology is the same, since they can be used outside of their technical field.

In (2) above, for example, the study expresses the view that “regarding standard essential patents, both the
patent right holder and the licensee have a responsibility to carry out good-faith negotiations, and if they fail to
do so it is required that their right to demand an injunction and/or their right to demand damages is limited."”
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Recruitment for Intellectual Property Acceleration Program (IPAS) 2019
Begins
2019 EMIT VI —3>T09 5 L (PAS) DEERA

The first recruitment in 2019 for the Japan Patent Office's Intellectual Property Acceleration program for
Startups (IPAS) began on April 26, 2019. This program is intended for venture companies in their start-up
period and supports the construction of intellectual property strategies suitable for their business by dispatching
a mentoring team consisting of intellectual property and business specialists.

IPAS establishes a team composed of specialists, including some who have experience of supporting venture
companies, and identifies appropriate new technologies/ideas and exit strategies, constructs strategies for
intellectual property, and supports intellectual property protection for the venture-company's business. The
program launched in 2018.

Over the three months from October to December 2018, 10 companies received mentoring from IPAS.

The public recruitment in 2019 is different from the one last year. This year they will be held twice: during the
first recruitment, applications are accepted from April 26 to June 9, and during the second recruitment, it is
planned that applications will be received in July. The total number of companies selected to receive mentoring
has also increased: 10 companies will be selected during the first recruitment and 5 companies will be selected
during the second recruitment.

It can be expected that this trend will continue and that the number of companies selected to receive mentoring
under IPAS will increase next year as well, and that support for venture companies will expand even more in
the future.
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Companies eligible for recruitment under IPAS are research-and-development type venture enterprises that

fulfil requirements (1) - (7) below.

(1) The company must be a small or medium-sized enterprise that mainly operates in the manufacturing
business, construction business, transporting business, or other businesses (excluding wholesale business,
service business, and retailing business), and must either a) have capital or a sum of investment that is less
than three hundred million yen, or b) have no more than three hundred regular employees. However, if the
company corresponds to a), b), or c). below, it is not eligible for IPAS.

a). Half or more of the company's total issued stock is owned or total funding is invested solely by a single
large-scale enterprise (i.e. an enterprise that does not qualify as a small or medium-sized enterprise).

b). Two-thirds or more of the company's total issued stock is owned or total funding is invested by multiple
large-scale companies.

c). Half or more of the company's executives are concurrently the executives or staff members of a large-
scale enterprise.

(2) The company's major products/services must be in the research-and-development stage.

(3) The company must by researching and developing products and services that make use of new technologies
and ideas for which industrial property rights (patent rights, utility model rights, design rights, and
trademark rights) can be sought.

(4) The company must have an awareness of issues related to intellectual property.

(5) The company must be unlisted in a stock market.

(6) The company must have corporation status in Japan.

(7) The company must not have connections to any form of antisocial influence or similar.
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,
and that the description here does not represent our legal opinion on a specific theme.

Please visit our facebook pages below.

@U_ffkggal Departmenti onjFacebooks
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Four. Iegal departments based in Osaka and Tokyo prowde information on |
trademark applications, design applications, combating counterfeit goods
WEtc via Facebook: Please view our, Facebook page for more deta|ls =
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HARAKENZO WORLD PATENT & TRADEMARK
EFRBEAHARAKENZO WORLD PATENT & TRADEMARK

QuiHirshimalfficefon]Gacebook

Our Hiroshima Office’s Facebook page provides useful services for
Hiroshima prefecture and the rest of the Chugoku and Shikoku regions,
with constant IP information updates. Please find us on Facebook.
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HARAKENZO WORLD PATENT & TRADEMARK HIROSHIMA OFFICE
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Below are links to further IP information.

BIO IP | ITIP | loT X Al |
Informatlon Information Support Station
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Food & Medical Maior & Emerain ] ]
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http://www.harakenzo.com/en/law/
https://www.facebook.com/HARAKENZO.LegalDepartment
https://www.facebook.com/HARAKENZO.Hiroshima
http://www.harakenzo.com/en/bio/
http://www.harakenzo.com/jpn/bio/
http://www.harakenzo.com/en/it/
http://www.harakenzo.com/jpn/it/
http://www.harakenzo.com/en/iot_ai/
http://www.harakenzo.com/jpn/iot_ai/
http://www.harakenzo.com/en/food_medical/
http://www.harakenzo.com/jpn/food_medical/
http://www.harakenzo.com/en/rising_nation/
http://www.harakenzo.com/jpn/rising_nation/
http://www.harakenzo.com/en/tpp/
http://www.harakenzo.com/jpn/tpp/
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WORLD PATENT & TRADEMARK
INTELLECTUAL PROPERTY LAW FIRM

TOKYO HEAD OFFICE

ADDRESS:

WORLD TRADE CENTER BLDG. 21F
2-4-1, HAMAMATSU-CHO, MINATO-KU,
TOKYO 105-6121, JAPAN

TELEPHONE:
+81-3-3433-5810 (Main Number)

FACSIMILE:
+81-3-3433-5281 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-tky(@harakenzo.com

JA ST 000

OSAKA HEAD OFFICE

ADDRESS:
DAIWA MINAMIMORIMACHI BLDG.,

2-6, 2-CHOME-KITA, TENJINBASHI, KITA-KU,

OSAKA 530-0041, JAPAN

TELEPHONE:
+81-6-6351-4384 (Main Number)

FACSIMILE:
+81-6-6351-5664 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-osk(@harakenzo.com

OSAKA 2nd OFFICE

ADDRESS:

MITSUI SUMITOMO BANK
MINAMIMORIMACHI BLDG., 1-29,
2-CHOME, MINAMIMORIMACHI, KITA-KU,
OSAKA 530-0054, JAPAN

TELEPHONE:
+81-6-6351-4384 (Main Number)

FACSIMILE:
+81-6-6351-5664 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-osk(@harakenzo.com

HIROSHIMA OFFICE

ADDRESS:

NOMURA REAL ESTATE

HIROSHIMA BLDG. 4F

2-23, TATEMACHI, NAKA-KU, HIROSHIMA
730-0032, JAPAN

TELEPHONE:
+81-82-545-3680 (Main Number)

FACSIMILE:
+81-82-243-4130 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-hsm{zharakenzo.com

NAGOYA OFFICE

ADDRESS:

GLOBAL GATE 9F, 4-60-12 HIRAIKE-CHO,
NAKAMURA-KU, NAGOYA-SHI, AICHI
453-6109, JAPAN

TELEPHONE:
+81-52-589-2581 (Main Number)

FACSIMILE:
+81-52-589-2582 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-ngy@harakenzo.com




