\-\ARAKENZO

¥, 45th Anmversary in 2021

FETEEBEN March 2020

HARAKENZO JAPAN

INTEI:{_ECTUAL PROPERTY LAW WORLD PATENT & TRADEMARK
INTELLECTUAL PROPERTY LAW FIRM

” HARAKENZO ﬂ
WORLD PATENT & TRADEMARK

HomePage

Industrial Design HomePage
BESAR—AR—

TradeMark HomePage
BESRAR—LR—S \@]

ESEDEEICEHITISEFEHDAR

3. The Effect of Brexit on Trademarks and
Designs

4. Results of Investigations into Trends in
Patent Applications etc. Published
HEFRFEZDRRED LK

5. Revised Design Law
RIEEEE

1. Publication of Reference Materials for Inventive Step Examination

2. Fiscal 2020 IP Strategy Designer Dispatches - Recruitment Begins
2020 F EAEAEEE T H ( F—IREB X DS KA

KEDEVRERE (TLT DU & 5B -BE~NDFEE

i

Publication of Reference Materials for Inventive Step Examination
ESEDBEEICETEISZEHDLR

The Japan Patent Office published "Important Points and Reference Examples for Inventive Step Examination™

as an examination guideline reference material on January 29, 2020.

This reference material does not change the examination guidelines, but indicates vital points on examining

inventive step as part of the examination guidelines, along with hypothetical examples.

With the publication of this reference material, applicants and representatives (below, "applicants etc.") can

clearly understand the points examiners scrutinize and the matters they consider etc. when carrying out

examination of inventive step.
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Thus, it is thought that the publication of this reference material will reduce misunderstandings and needless
communication between applicants etc. and examiners during examination of inventive step, and contribute to
faster examinations and speedier acquisition of patent rights.

Some of the important points contained in the reference material are as follows.

- The inventions of claims are identified based on the written content of said claims. Any matters written in the
specification or drawings but not in the claims will not be made the subject of the examination.

- Judgment of inventive step is carried out based on a comprehensive evaluation of both facts that deny
inventive step and facts that support inventive step.

- Facts that deny inventive step would be, for example, (a) motivation for applying a secondary source to a
primary source, (b) a point of difference between the subject invention and an invention described in a primary
source that can be reasonably interpreted as a design difference, and (c) a reasonable interpretation of the
subject invention as merely a patchwork of prior art, etc.

- Facts that support inventive step would be, for example, (a) the subject invention having an advantageous
effect over the inventions contained in the cited documents, (b) the existence of a primary hindering factor
against the application of a secondary source to a primary source, etc.

- In a case where a claim of the subject invention contains a numerical limit that defines the invention of said
claim, if the only point of difference between said claim and a primary cited invention is said numerical limit,
the invention of said claim will generally be considered to lack inventive step, unless the following three
requirements (i-iii) are all met.

(i) The invention of the claim has an advantageous effect that takes place within the range specified by the
numerical limit and which is not present in the cited invention.

(i) Said advantageous effect is notable.

(iii) Said advantageous effect could not have been predicted by a person skilled in the art based on the standard
of technology at the time of filing the application.

In addition, in order for said advantageous effect to have notability, it is necessary to indicate that the
advantageous effect is notable at all values within the range specified by the numerical limit.
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—cultivated through decades of experience— with unique analytical Click,here for details
capabilities that only a large-scale international IP firm can offer.

| We provide services of the hlghest standard by combining expert knowledge
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Fiscal 2020 IP Strategy Designer Dispatches - Recruitment Begins
2020 F ERHEIE T 1 F—IREF XD HEERHIA

Since fiscal 2019, the Japan Patent Office has dispatched IP strategy designers to universities in order to
discover outstanding research results and design IP strategies in the sightline of researchers.

On February 5, 2020, the JPO held an explanatory recruitment meeting for universities who wish to receive IP
strategy designer dispatches in fiscal 2020. Recruitment began the same day. The deadline for applications ends
at midday on March 2, 2020.

There are two types of IP strategy designer dispatches: permanent placements and spot placements.
Permanent placements: after an agreement has been signed, permanent placements will commence as soon as
preparations have been made and continue until Friday, March 26, 2021. Around 2-3 days a week will be spent

at the dispatch destination.

Spot placements: after an agreement has been signed, spot placements will take place for either 24 or 12 days in
the period between when preparations have been made and Friday, March 26, 2021.

This time, six universities will be recruited for permanent placements and 12 universities will be recruited for
spot placements.

The project aims to spread the knowledge and knowhow obtained through working on IP strategy design,
discover outstanding research results, encourage further research based on IP strategy and support universities

engaged in promoting societal implementation.

To this end, IP strategy designers dispatched to universities will carry out the following work (a-c):
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(a) Form teams with Research Administrators and other persons responsible for supporting researchers, and
work to discover outstanding research results for which no IP protection has yet been planned which sharing
knowledge and knowhow.

(b) Provide researchers with plans for future prospects such as development of large-scale collaborative
research or industrialization.

(c) In order to realize researchers' future ambitions, design IP strategies for research results that should be
protected and time the acquisition of IP etc. in the sightline of researchers. Support the use of IP rights to create
value in society and the economy:.

Outstanding research results at universities as well as knowledge and knowhow on IP strategies that have been
discovered via this project (excluding confidential information and personal information) will be collected and
published.

Thus, by carrying out the dispatch project each year, universities and researches that do not receive IP strategy
designers will also benefit from the publication of IP strategy policies, knowledge and knowhow, etc. As a
result, it is thought that the project will promote research based on IP strategy throughout Japan.

In fiscal 2019, IP strategy designers were dispatched to the following 21 universities:
Iwate University, Oita University, Osaka University, Osaka Institute of Technology, Okayama University,
Ochanomizu Women's College, Kyushu University, Kyoto University, Saitama University, Jochi University,
Shinshu University, Chiba University, Tsukuba University, University of Tokyo, Tokyo Institute of Technology,
Tokyo Denki University, Tohoku University, Tokushima University, Tottori University, Toyama University,
Nagaoka University of Technology, Nara Medical University, Niigata University, Hiroshima University,
Fukushima University, Mie University, Ritsumeikan University, Wakayama Medical University.
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The Effect of Brexit on Trademarks and Designs
HKEDEUBERR (TLTO9R) IZKEEE-EE~NDEE

An agreement was reached on the United Kingdom's withdrawal from the European Union. As a result, the UK
left the EU on January 31, 2020, and entered a transition period that will last from February 1, 2020 to
December 31, 2020. During the transition period, EU laws will continue to be in effect in the UK. Trademarks
and Designs will be affected in the following way (detailed information can be found on the Japan External
Trade Organization (JETRO) website (Japanese only):
https://www.jetro.go.jp/ext_images/_lpnews/europe/2020/20200203.pdf.

* Trademarks
(1) During the transition period
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Throughout this period, the UK will remain a part of the EU Trademark System, and protection for EU
trademarks will apply in the UK. International trademark registrations under the Madrid Protocol that designate
the EU will continue to be effective in the UK.

(2) After the transition period
At the time the transition period ends (January 1, 2021), the United Kingdom Intellectual Property Office

(UKIPO) will grant equivalent UK registrations to holders of existing EU trademarks (withdrawal agreement
article 54). Applicants for EU trademarks whose applications are still pending when the transition period ends
may apply for equivalent UK trademark registrations during a nine-month period starting January 1, 2021. In
this case, normal UK fees will apply, and the effective application date will be that of the prior EU application
(withdrawal agreement article 59).

International trademark registrations that were protected prior to the end of the transition period will continue to
be effective in the UK after December 31, 2021.

*Designs
(1) During the transition period

Throughout this period, the UK will remain a part of the EU Registered Community Design System as well as
the Unregistered Community Design System. Registered community designs and unregistered community
designs will continue to be protected in the UK. International design registrations under the Hague Agreement
that designate the EU will continue to be effective in the UK.

(2) After the transition period
At the time the transition period ends (January 1, 2021), the effects of registered community designs,

unregistered community designs and international design registrations will immediately and automatically be
substituted for UK rights (withdrawal agreement articles 54 and 56). Applicants for registered community
designs whose applications are still pending when the transition period ends may apply for equivalent UK
design registrations during a nine-month period starting January 1, 2021. In this case, normal UK fees will
apply, and the effective application date will be that of the prior registered community design application
(withdrawal agreement article 59).

WE L ORMNES (EU) 3R EEZ AR L7, Zickv, 202041 H 3 1 HICHEEIZE U 2B
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Results of Investigations into Trends in Patent Applications etc.
Published
HEBFHEFOR/REDO AR

On February 14, 2020, the Japan Patent Office published results of its investigations into trends in patent
applications etc. in the cutting-edge fields of robotics and systems utilizing robotics (below, "robotics etc."),
genome editing, bioprocesses, redox flow batteries and IT platform services, as part of its investigation into
trends in in needs-responsive technologies.

Some of the results of the investigations are as follows.

In the field of robotics etc., between 2008 and 2017 the largest proportion of applications (44.0%) was filed by
Chinese applicants. The next largest proportion (18.0%) was filed by Japanese applicants, followed by US
applicants (17.2%).

There is a trend for growth in the overall number of applications in the field of robotics etc. There is a
particularly notable growth in applications by Chinese applicants.

In the field of genome editing, between 2008 and 2017 the largest proportion of applications (54.8%) was filed
by US applicants. The next largest proportion (17.6%) was filed by Chinese applicants, followed by European
applicants (16.4%). Meanwhile, Japanese applicants accounted for only 4.1% of applications. There is an
increase in the number of applications in the field of genome editing from all countries and regions. There is a
particularly notable growth in applications by US and Chinese applicants.

In the field of bioprocesses, between 2012 and 2017 the largest proportion of applications (61.4%) was filed by
Chinese applicants. The next largest proportion (13.1%) was filed by US applicants, followed by European
applicants (13.0%) and Japanese applicants (6.9%). Applications by European, US and Japanese applicants
have each seen a trend for decreasing since 2015. Meanwhile, there has been a notable increase in applications
filed by Chinese applicants. The share of applications filed by Chinese applicants is also much higher than that
of applicants from other countries or regions.

In the field of redox flow batteries, between 2003 and 2017 the largest proportion of applications (23.7%) was
filed by US applicants. This was closely followed by Japanese applicants (23.2%), then Korean applicants
(18.8%) and Chinese applicants (15.5%). There is a trend for growth in the overall number of applications in
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the field of redox flow batteries. There is a particularly notable growth in applications by Japanese and Korean
applicants.

In the field of IT platform services, between 2008 and 2017 the largest proportion of applications (43.2%) was
filed by US applicants. The next largest proportion (24.6%) was filed by Chinese applicants, followed by
Korean applicants (12.5%). Meanwhile, Japanese applicants only accounted for 10.0%. There is a trend for
slight reduction in the number of applications by US applicants, but a trend for growth in the number of
applications by Chinese applicants.

As described above, there has been a notable growth in the number of applications in cutting-edge fields by
Chinese applicants. This trend is likely to continue in the future, with the number of applications by Chinese
applicants continuing to rise.
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Revised Design Law
REEEE

The revised Design Law will come into effect from April 1, 2020. The specifics of the revised Design Law are
as follows:

1. Expansion of what may be protected as an Image Design
(1) New items eligible for protection

(Limited to images that are used for operation of machines or images that show an outcome derived from a
machine's function.)
(i) Images that are not recorded on articles
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e.g.) Images provided via networks
(ii) Images that are displayed on things other than articles
e.g.) Images cast on walls or bodies or images shown in VR

(2) New acts that constitute working of designs

Acts of uploading images to a server, providing software including images via a network, or offering to do so
are now considered to be acts of working designs.

(Transferring media on which images related to a design are recorded or devices that contain built-in images
related to a design etc. is considered an act of working said design.)

2. Protection of Spatial Designs
The exterior and interior designs of architecture are newly subject to protections.

3. Expansion of Related Design System

(i) The period in which an application for a related design may be filed has been extended from 'before
publication of the principal design' to 'within 10 years from the filing date of principal design'.

(ii) Related designs similar only to other related designs may now be registered.

(iii)The period of duration of related designs has been adjusted to be equal to that of the basic design (the
earliest design in the group).

4. Change to Period of Duration of Design Rights
The period of duration of design rights has been extended from '20 years from the registration date' to '25 years
from the filing date'.

5. Raising Standards for Difficulty of Design
It has been clarified that the publication of designs in print or online is to be considered when judging difficulty

of design.

6. Introduction of Partial Designs for Sets of Articles
Designs for sets of articles may be registered as partial designs.

7. Expansion of Indirect Infringement Regulations

.meu@ »HARAKENZO more”
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Acts of production, transference, import etc. of (non-dedicated) components that comprise infringing articles, if
malicious, are considered to be indirect infringement.
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LAWYERS

Intellelution

Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general information on the field of intellectual property,
and that the description here does not represent our legal opinion on a specific theme.

Please visit our facebook pages below.

=B EBEEEacebook:

Forti .

:’6ur Legal Strategy Departments based in Osaka and Tokyo provide information
on trademark applications, deS|gn applications, combating counterfeit goods
! ‘etc via Facebook Please view our Facebook page for more details. (58 .

KR B S/ & 1 A BRI DF acebookic C) PRI - SR a2k |
i ngﬁimmmmks&m&M%ﬂmvmﬁut_ﬁ,gﬁmi

. ofejinformation s id = ZE50 88

OuriLegalStrategy DepartmentionjFacebook:

HARAKENZO WORLD PATENT & TRADEMARK
EFEME AHARAKENZO WORLD PATENT & TRADEMARK

QJHIroshlma OfficeJonkacebooks

Our Hiroshima Office’s Facebook page provides useful services for
Hiroshima prefecture and the rest of the Chugoku and Shikoku regions,
with constant IP information updates. Please find us on Facebook.

LEE#HFOFacebooklc T.LERZSE. RUEMIOEREIC
] ﬁﬁﬁt@bh%iﬂﬁﬂ‘ﬁﬁ&!ﬁﬁ%{‘b‘(d’a’)i? FUCHELEEL,

Moremiormatlon#llll:._sbf\

HARAKENZO WORLD PATENT & TRADEMARK HIROSHIMA OFFICE
1Er B EAHARAKENZO WORLD PATENT & TRADEMARK [ B %%k

Below are links to further IP information.

BIO IP | ITIP | loT X Al |
Informatlon Information Support Station
I\47I'9EI]HJI'|=¥E ITXAA 5%k IoOTXAIZIB=E
Food & Medical Maior & Emerain ] ]
SUPEgﬂ"ﬁ?ﬁon Eccgnomlc POV?IEI'? TPPL.P. Chapter
B x ERSTIRE # E AR ER TPPX184 153k
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http://www.harakenzo.com/en/law/
https://www.facebook.com/HARAKENZO.LegalDepartment
https://www.facebook.com/HARAKENZO.Hiroshima
http://www.harakenzo.com/en/bio/
http://www.harakenzo.com/jpn/bio/
http://www.harakenzo.com/en/it/
http://www.harakenzo.com/jpn/it/
http://www.harakenzo.com/en/iot_ai/
http://www.harakenzo.com/jpn/iot_ai/
http://www.harakenzo.com/en/food_medical/
http://www.harakenzo.com/jpn/food_medical/
http://www.harakenzo.com/en/rising_nation/
http://www.harakenzo.com/jpn/rising_nation/
http://www.harakenzo.com/en/tpp/
http://www.harakenzo.com/jpn/tpp/
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TOKYO HEAD OFFICE

ADDRESS:

WORLD TRADE CENTER BLDG. 21F
2-4-1, HAMAMATSU-CHO, MINATO-KU,
TOKYO 105-6121, JAPAN

TELEPHONE:
+81-3-3433-5810 (Main Number)

FACSIMILE:
+81-3-3433-5281 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

=

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-tky(@harakenzo.com

JA ST 000

OSAKA HEAD OFFICE

ADDRESS:
DAIWA MINAMIMORIMACHI BLDG.,

2-6, 2-CHOME-KITA, TENJINBASHI, KITA-KU,

OSAKA 530-0041, JAPAN

TELEPHONE:
+81-6-6351-4384 (Main Number)

FACSIMILE:
+81-6-6351-5664 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-osk(@harakenzo.com

OSAKA 2nd OFFICE

ADDRESS:

MITSUI SUMITOMO BANK
MINAMIMORIMACHI BLDG., 1-29,
2-CHOME, MINAMIMORIMACHI, KITA-KU,
OSAKA 530-0054, JAPAN

TELEPHONE:
+81-6-6351-4384 (Main Number)

FACSIMILE:
+81-6-6351-5664 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-osk(@harakenzo.com

HIROSHIMA OFFICE

ADDRESS:

NOMURA REAL ESTATE

HIROSHIMA BLDG. 4F

2-23, TATEMACHI, NAKA-KU, HIROSHIMA
730-0032, JAPAN

TELEPHONE:
+81-82-545-3680 (Main Number)

FACSIMILE:
+81-82-243-4130 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-hsm{zharakenzo.com

NAGOYA OFFICE

ADDRESS:

GLOBAL GATE 9F, 4-60-12 HIRAIKE-CHO,
NAKAMURA-KU, NAGOYA-SHI, AICHI
453-6109, JAPAN

TELEPHONE:
+81-52-589-2581 (Main Number)

FACSIMILE:
+81-52-589-2582 (Main Number)

WEBSITE:
http://www.harakenzo.com
http://trademark.ip-kenzo.com

http://design.ip-kenzo.com
http://www.intellelution.com

E-MAIL:
iplaw-ngy@harakenzo.com




