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Review of the Design System Concerning Procedures for
Applying Exceptions to Lack of Novelty
FRMRROANERFHICETSEEFEDREL

Since September 2022, the Design System Subcommittee of the Intellectual
Property Subcommittee of the Industrial Structure Council has been discussing
the procedures for applying exceptions to lack of novelty in designs (hereinafter
referred to as "procedures for applying exceptions"), as reported in the January
issue of our newsletter.

On March 10, 2023, the Japan Patent Office (JPO) published on its website a
document titled "Review of the Design System Concerning Procedures for
Applying Exceptions to Lack of Novelty". As of January 2023, the same
document was on the JPO website under the title "Review of the Design System
Concerning Procedures for Applying Exceptions to Lack of Novelty (Draft)." It
appears that the draft has become a formal document as a result of discussions.
The document has no change from the draft in terms of the content of the review,
and the revision of the design system is likely to proceed on the basis of the
content.

* Proposed way to address the issues concerning the procedures for applying
exceptions (previously presented in the January issue of our newsletter but

re-presented as it is important)

Based on a certificate for the earliest publication which was submitted within the

statutory period (30 days from the filing of the application), the exception to lack
of novelty would apply to identical or similar designs published thereafter as a
result of an act of a person entitled to obtain a design registration, etc., provided
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that the following conditions are met.

(i) The design must have become publicly known as a result of the acts of the

excluded as before).

the design proved by the certificate submitted within the statutory period.

dissimilar designs: to avoid reasons for refusal such as creative difficulty).

Way to Address the Issues (Image)

Exception to lack of novelty is applied to
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* Even in a case where it is determined
during examination or trial that the
Document for exception Cartificate design should be rejected etc. on the

(statement in the application) the design is unknown, the exception to
lack of nowvelty can be applied if the
applicant argmes and proves that the
published design meets the above
requirements.

subcommittee on the comments

person entitled to obtain a design registration (publication in the Gazette is

(ii) The design must have been published on or after the date of publication of

(iii) The design must be identical or similar to the design proved by the
certificate submitted within the statutory period (separate proof is required for

to lack of novelty ground that, for example, the publisher of

e Summary of public comments received on the draft and thoughts of the

for Applying Exceptions to Lack of Novelty (Draft)' and our thoughts on those
comments”. The information includes, for example, the following set of an
opinion and a response (cited from the website).

Public comment:

"Regarding publications of multiple identical/similar designs, the draft states that
submission of a single certificate is sufficient. Is it correct to understand,
however, that it does not preclude the applicant from presenting multiple designs
in the certificate? The conclusion of determination of similarity may differ
between the applicant and the JPO, and determination of ease of creation is
different from determination of similarity as well. Thus, it would be preferable
for the applicant to be given the opportunity to prove the publication of the rest
of the multiple designs."

Thought on the comment:

"In a case where multiple identical/similar designs are published, the applicant is
not precluded from including more than one design in the certificate, and no
particular disadvantage is caused by duplication of information in the certificate.
We will make sure to clarify this point you have raised when we disseminate the
content of the draft in the future.”

SRAEIH LI, PEEREFRHES OMOMESRESEIEHE N EESICB N
T, YFio=a—ALX—1AFTHHEEZLIZL I, BIEOHFHMEELRDOH
ShiE TR (LR THISNEF Tt &7 IOV TRFThh TE 7,

SHI0H ., BT OHPIZ DHrBLME R o Bl Shi F Figel2 B3 2 FE I il £ o L e
LIZOWT ] BDAEREINTWD, ZAUZIH O TIE T EL o 64456

The JPO website has also published insightful information titled "Summary of
P J Y ST B EERED RE LIcoWnT (K) | ki, (£) riiisn

Comments Received on 'Review of the Design System Concerning Procedures TN b OER. BRAHOER, BCHEAC EXALD LT L 57, ~h

Intelle@ » HARAKENZ(Q more »



DES| CNIEFIRIADENARIS
N@ng@tt@r

LD L BB AICET X722 ZOMRFNE CHEREALTHEZE ST,

B ok Tt O RIS RO T - EEREIEAO CHET S

EEMIE (HREE2S30R0) ISR L7 &EDABIC W TOREHAFEICHES
&, TNLURICEREREREZ T 2N 2T 2H5FOTHICER L Tash
TRl SOFEPOEIEIC AW TS, BLUFORMAFZHZTEAIC, HlitiEko
BISNBEDE 23T bhd & 5,

OEIEBEEZT DR EATHEDOITAICER L TAMERoTZERTH S
&
(NI ITER & RIRICERAA S D)
OEEYMMNICHRE L2 EIC X VEEA L2 BIEO AR B LRI AR Sz
BETHDHZ L
OEEMIMNICHEN L2 EIC L VEE] L BIE & F— 3T 5 EBIET
bHHZ L
GEEROBEIEIZBIEOFEH S0 E - AIVEIER 515 O JEe L R [E8E 0 72 )
[RERDA A—]

FamE A LT B, SRR
IR LA R | B P T 4

ECE ;—r BT sns CT.;.EN

BiEE
ﬂwgﬂ TR T v a——
e ) T
% EREEE " (monma

A 3
(RO

(B) THFEEONHEROBE L ZOMBERIZHTL2EX T

Fio, FEFFTHPIC T PRV e oo Bl oh i A Fiec 2 B9 2 B I i B oo LB L
oW T (B) ] ITHEEONEHEROBME L ZOMERICHTHEZT) I
SNTHARINTWVNDS, BEIZENW,

APRIL 2023
JAPAN

Bl zIE, UTFTOBERICKH LT, UTFOZEZFPREINTWD, (L : HEF
JFHP Y 5)

(FH)

[ — AL OB D EIRED BRI DN T, —DODFEH TV E D Z & 7203,
BHOBIEZFEAFEICIIRT 5 2 L 20 e & OB T, BEEHIBN
HBEAN LT CRRDZENH D, T2, BIERS OHWHITES L 13725,
X oT, EHOBMENEZ LN THZIE ) BSHBENZITEE LV, )

(EZH)

ME— /B OBEROBIREZ A LI SaIcBE L T, H#ROBREZEHEIC

aE%ﬂ‘é EEWITHHDTIERL, E%E?))&;of%fl%aﬁx@ﬂ?%UQ:tibiﬁ
S, MEERONFIZOWTHAMZIT ) BT, #HEM vz

%% LTENY £, |

Inteue@& » HARAKENZ(Q more »



DESIEN & TRADEMARR APRIL 2023

Newsletter JAPAN

Japanese Cabinet Approves “Bill for Act of Partial
Revision of Unfair Competition Prevention Act Etc."
[RERSFLLESD—EZWET 25K DERREEINS

On Friday, March 10, 2023, the Japanese Cabinet approved the "Bill for Act of
Partial Revision of Unfair Competition Prevention Act Etc." and submitted the
bill to the 211th ordinary Diet session currently underway.

In light of recent changes in the environment, such as the further development of
digitization and internationalization in the field of intellectual property, it is
necessary to review the intellectual property system in response to the needs of
the times. In such circumstances, the Act revision will be made from three
perspectives.

The three perspectives are as follows.

(1) Strengthening of protection of brands, designs, etc., in light of the
diversification of business activities associated with digitalization.

(2) Improvement of intellectual property procedures etc. in response to the
COVID disaster and digitalization.

(3) Improvement of systems related to international business development.

In particular, in the four points below which are the content of *(1) Strengthening
of protection of brands, designs, etc., in light of the diversification of business
activities associated with digitalization", the bill can be said to respond to users’
requests and to be in line with the times: (a) expansion of trademarks that can be
registered, (b) relaxation of requirements for design registration procedures, (c)
prevention of the act of mimicking in digital spaces, and (d) strengthening of

protection of trade secrets and limited provision data.

For other details, please refer to the URL below.

We will continue to pay close attention to the bill.

Reference: Cabinet approves "Bill for Act of Partial Revision of Unfair
Competition Prevention Act Etc." (Ministry of Economy, Trade and Industry

(METI)) (Japanese only)
https://www.meti.go.jp/press/2022/03/20230310002/20230310002.html
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https://www. meti. go. jp/press/2022/03/20230310002/20230310002. html

The Japanese Society for Rights of Authors, Composers and Publishers
(JASRAC) announced, on February 10, 2023, that video contributors will receive
a notification of a "copyright claim™ when it is detected that their YouTube
videos contain any of more than 75 million works managed by JASRAC, which
is entrusted with copyright management by music content owners.

The Content ID, which is YouTube's automatic content identification system, is
used to easily identify and manage copied videos of copyrighted music contents
on YouTube.

The music content owners can choose to take one of the following actions
against the copied videos: requesting removal of the copied videos for copyright
infringement; monetizing the copied videos (including revenue sharing with the
copied videos); and acquiring statistical information on playback. Currently,
most of them choose monetization.

JASRAC does not require individual permission if the sound sources are those
performed or produced by the contributors themselves, the videos are not for the
purpose of advertisement or publicity, etc.

Even if the contributors receive a notification of a "copyright claim", they do not
need to remove the videos or make the videos private because the notification is
not for claiming copyright infringement. However, JASRAC has announced that
advertisements will be displayed also on the videos on which advertisements

Inteue@@ » HARAKENZ(Q more »



PESIEN & TRADEMARR APRIL 2023
Newsletter JAPAN

have not been displayed. This system is designed to distribute a portion of
advertising revenue to the music content owners through JASRAC as copyright
royalties.

The future of a new business model that realizes a path to automatic
monetization for the content owners is expected.
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Please visit our facebook pages and our twitter account below.
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