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INTELLECTUAL PROPERTY LAW INTELLECTUAL PROPERTY LAW FIRM of Application of Exceptions to Lack of Novelty
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We have reported in our newsletters about the relaxation of application

{ Industrial Design HomePage i TradeMark HomePage
| BESAKR—LNR—> BRESAR—LNR—>

procedures of the exception to lack of novelty of designs, and it seems that the

22nd Working Group on Design Examination Criteria held on August 30

discussed the revision of design examination criteria concerning the relaxation of

application procedures of the exception to lack of novelty of designs.

Revision of Design Examination Among the considerations listed in the distributed materials, in particular, the
Guidelines for Relaxation of W etison s 1 il recognition of a published design described in a "proving document" (hereinafter

ﬁgsglctz;tlon of Exceptions to Lack of referred to as a "proving document design™) is briefly explained below. Other

R MEL OB N ERFELHEMICRD wi &Y 2 considerations will be introduced in detail in the later issues.
BEEFEEEEYGIICONVT ) - (Excerpted from "Revision of Design Examination Guidelines for Relaxation of
Procedures for Applying Exceptions to Lack of Novelty of Designs in

.. L. - . . Accordance with the 2023 Amendment to the Design Law by the Law for Partial
Revision of Trademark Examination Guidelines with the Introduction g y

of a Consent System Amendment to the Unfair Competition Prevention Law, etc. (Japan Patent
AV MHEDEAICH S BIREREEDHEETICOLT Office)")

Conviction of Video Game Video Distributor for Violation of
Guidelines
HA RSAVERDYT — LEBEEEE ICH IR

(1) Recognition of a published design as described in a *'proving document™

(1-1) Separately identifiable parts, etc. in a proving document design

Separately identifiable parts, etc. shall also be treated as being proven.
(If a part is hidden inside an article or building, only the part that appears outside
is treated as a publicly known design.)
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(1-2) Each part of an article, etc. pertaining to a proving document design

Each part of an article, etc., which is the position, size and extent indicated in the
article, etc., shall be treated as being proved.

Examples of designs treated as proven by a “proving document"

Certificate
Publication of Bicycle Designs
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Revision of Trademark Examination Guidelines with the
Introduction of a Consent System
Aty MEHIEOEAICH S SIEBEEEDHETICOWVT

On August 31, 2023, the Working Group on Trademark Examination Criteria of
the Trademark System Subcommittee of the IP Committee of the Industrial
Structure Council held a meeting to discuss the revision of trademark
examination standards in connection with the introduction of a consent system.

The consent system is a system that allows a trademark identical or similar to a
previously registered trademark of another person to be registered concurrently if
the right holder of the previously registered trademark gives his/her consent.

Many foreign countries, including the U.S., have a consent system and global
consent (coexistence agreement) contracts are concluded. However, Japan has
not introduced such a system, which has been one of the barriers to trademark
registration in Japan, especially for foreign applicants. As an alternative to the
consent system, the assign-back method is sometimes used, but the risks
associated with the temporary transfer of rights, the complexity of negotiations
and procedures, and the costs are burdensome, especially for small and medium-
sized enterprises. Thus, the introduction of the cheaper and easier consent system
has been desired. Based on these circumstances and in light of user (applicant)
needs and international harmonization, introducing a consent system also in
Japan has been considered.

The Japanese consent system, which is now being considered for introduction, is
described as a “consent system with reservation™ because, in addition to (1) the

consent of the prior right holder, it also requires that (2) there is no likelihood of
confusion as to the source. Therefore, it leaves room for examination by the JPO
not only with respect to the right holder's consent but also with respect to (2).

There was discussion in particular on the extent to which "no likelihood of
source confusion” of (2) is to be required. This is because it is feared that if the
requirement is made too strict, it would lower utility of the system for users
(applicants), and ultimately the system itself will not become popular.

As a patent attorney's office, we will continue to pay attention to the timing,
method, specific factors to be considered and materials to be submitted to
determine that there is no likelihood of confusion of origin, as these will directly
affect our practice.

Reference:
https://www.jpo.go.jp/resources/shingikai/sangyo-

kouzou/shousai/shohyo wg/32-gijiyoushi.html

20238 A1 A, EEEMEERL MIOMTE S RTIEHE N RS, s
HMED —F% T TN —T 12BN T, arty MEOI A - PEEgRA L YE
DUITIC SV THRMAN TS, BEEERI RSN,

b M LI Al O JeAT R ERPEAE & [ — SUTIE L O PR A R S 4L
A TH, YT R BRI OMERE I K A RE N H VIO EREREZRD D
HIETH 5,

KEZIZUDHEL OFSETIZa 2 MIENFEL, Za— Lz
b (PHERAE) ZOE/BSZENHDT, BARTIIEASR T otz
7o, FRTHEHBEAIC K 2 AR TOMBEREROEED 1 DLigo T, &

Intelle@ » HARAKENZ(Q more »




PIESIEN & TRADE OCTOBER 2023
Newsletter JAPAN

fearvtey MIEORBEERE LT, 7THALA U RNy JOFERHVOND Z &0

bDHMN, HERIO—RENRBHERICHE D U R 7 | RECTHEE OEME S B ms%
THRICH/MEREIZ E o TREARE L, L OREE - i a2 MilEDE
ANEENTE T, ORI RFEFLEEA, 2—¥F— (HEA) o=—XL
EREFAOBLENG, BRICBWTH a2y MIEOBANRT IS I
Eolo,

ZLT, AEADRRTTENTWD ARD 2 & MilEIX, OEITHRE
DOAGEIZMZ T, QHPNEROBZNN 2N EHERE L TR, HERMEZEOD
FEET TR, QIZOWTHFITOFEEORMbGIETZ &b, TBE A
ey MilE] LSS,

2T, @0 THFFEFBOBZANRN] LWV EEICHONT, EZETHE
RKENDDICOWTRICHEMA R D I, s, BFEEZEKICLTED
La—H— (HEAN) 1L > THEWBERESRY | R L 2 AHIE R KR
Wk LN ENEIRINDE LT D,

FHEEHTE LTH, HANRFE OB TN 22 & O 71k,

HARM 72 BB R LRHEEHC W T, EBICEERELH A 5D T, 5l &6
FEALTHERZL,

(ZH]

https://www. jpo. go. jp/resources/shingikai/sangyo—

kouzou/shousai/shohyo_wg/32-gi jiyoushi. html

Conviction of Video Game Video Distributor for Violation
of Guidelines
HA PS4 VERDT— LBEEEEICETEHIR

A web creator who edited copyrighted game and animation works by 10
companies including KADOKAWA Corp. without permission of the right
holders, added subtitles and narrations, and published them on the video-sharing
website YouTube to earn approximately 220,000 yen in advertising revenue over
a 3-year period from July 2019 to May 2022 was convicted and sentenced by
Sendai District Court on September 7, 2023 to two years in prison, suspended for
five years, and fined 1 million yen.

A sentence of two years in prison and a fine of 2 million yen in 2021 for a
violation of the Copyright Act is still fresh in memory. In said case, advertising
revenue of 7 million yen was earned through so-called "fast movies™" which were
published on YouTube and in which movies were edited without permission and
narration was added, despite warnings from the movie copyright holders.

If you wish to use these kinds of works in your creative activities, you need to
check the guidelines of each production company and, if necessary, pay
appropriate compensation to obtain permission.
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HARAKENZO I.P.kenzo
AW BNINYE LAWYERS
PO N ENE  Intellelution

Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general
information on the field of intellectual property, and that the description here
does not represent our legal opinion on a specific theme.

Below are links to further IP information.
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BIO IP Information DX, IT IP Information Support Station
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Food & Medical Major & Emerging
Supggﬂnset?tion Economic Powers TPP IP Chapter

OCTOBER 2023
JAPAN

Please visit our facebook pages and our twitter account below.
Official Facebook P‘ae »
2\‘?:'7‘ 'ff7(€7/7/f Y

our offices in Osaka, Tokyo, Hiroshima, and Nagoya.
On this page, we publish a variety of information, such as the Iatest-developme

HARAKENZO WORLD PATENT & TRADEMARK
FE+EA HARAKENZO WORLD PATENT & TRADEMARK

Our Twitter Account
F'ﬁ KTWltter
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TOKYO HEAD
OFFICE

ADDRESS:

WORLD TRADE CENTER BLDG.
SOUTH TOWER 29F,

2-4-1, HAMAMATSU-CHO,
MINATO-KU, TOKYO 105-5129,
JAPAN

TELEPHONE:
+81-3-3433-5810
(Main Number)

FACSIMILE:
+81-3-3433-5281
(Main Number)

WEBSITE:
https://www.harakenzo.com
https://trademark.ip-kenzo.com/

OSAKA HEAD
OFFICE

ADDRESS:

DAIWA MINAMIMORIMACHI
BLDG.,

2-6, 2-CHOME-KITA,
TENJINBASHI, KITA-KU, OSAKA
530-0041, JAPAN

TELEPHONE:
+81-6-6351-4384
(Main Number)

FACSIMILE:
+81-6-6351-5664
(Main Number)

WEBSITE:
https://www.harakenzo.com

OSAKA 2nd
OFFICE

ADDRESS:

MITSUI SUMITOMO BANK
MINAMIMORIMACHI BLDG.,
1-29,

2-CHOME, MINAMIMORIMACH]I,
KITA-KU, OSAKA 530-0054,
JAPAN

TELEPHONE:
+81-6-6351-4384
(Main Number)

FACSIMILE:
+81-6-6351-5664
(Main Number)

WEBSITE:
https://www.harakenzo.com

HIROSHIMA
OFFICE

ADDRESS:

NOMURA REAL ESTATE
HIROSHIMA BLDG. 4F

2-23, TATEMACHI, NAKA-KU,
HIROSHIMA 730-0032, JAPAN

TELEPHONE:
+81-82-545-3680
(Main Number)

FACSIMILE:
+81-82-243-4130
(Main Number)

WEBSITE:
https://www.harakenzo.com

https://trademark.ip-kenzo.com/

https://trademark.ip-kenzo.com/
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NAGOYA
OFFICE

ADDRESS:

GLOBAL GATE 9F, 4-60-12
HIRAIKE-CHO, NAKAMURA-KU,
NAGOYA-SHI, AICHI 453-6109,
JAPAN

TELEPHONE:
+81-52-589-2581
(Main Number)

FACSIMILE:
+81-52-589-2582
(Main Number)

WEBSITE:
https://www.harakenzo.com
https://trademark.ip-kenzo.com/
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E-MAIL:
iplaw-tky@harakenzo.com
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E-MAIL:
iplaw-osk@harakenzo.com

E-MAIL:
iplaw-osk@harakenzo.com

E-MAIL:
iplaw-hsm@harakenzo.com
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E-MAIL:
iplaw-ngy@harakenzo.com
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