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Intellectual Property Strategy Headquarters of Cabinet Office Holds
"Study Group on Intellectual Property Rights in the Era of Al"
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Revision of Trademark Examination Guidelines in Accordance with
Relaxed Requirements for Registration of Trademarks Containing
the Names of Other Persons
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Revision of Design Examination Guidelines for Relaxation
of Application of Exceptions to Lack of Novelty: Designs
Published after Publication date
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In last month's newsletter, we briefly explained about a relaxation of the
application procedures for the exception to lack of novelty of designs, which is
under consideration by the JPO. In particular, we looked at the recognition of a
published design described in a "proving document™ (hereinafter referred to as a
"proving document design").

In this issue, we will in particular provide a brief explanation of the
determination of the application of this provision to designs published after the
publication date of the "proving document design”, which is one of the matters
under consideration that is described in the JPO handouts.

According to the revision, 'if there are two or more acts of making the same or
similar design publicly known, it is sufficient to submit the "proving document"
for whichever of the two or more acts took place on the earliest date. However, it
should be noted that in a case where a "proving document" is not submitted for a
separate published design B after the submission of the "proving document"” of a
published design A, and said design B is then determined to be dissimilar to
design A, design B will not be eligible for the exception to lack of novelty.

Examples of cases where this provision is applicable
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From the JPO "Revised Standards of
Examination for Designs (Draft) - Part 11,
Chapter 3, Exceptions to Lack of Novelty
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From the JPO "Revised Standards of
Examination for Designs (Draft) - Part 11,
Chapter 3, Exceptions to Lack of Novelty
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Examples where this provision is not applicable
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From the JPO "Revised Standards of
Examination for Designs (Draft) - Part 111,
Chapter 3, Exceptions to Lack of Novelty
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Since the parts/components are
similar ~ for the proving
document design A for the
entire bicycle (center) and for
the design B of the
parts/components of the bicycle
(green box on the right), this
provision applies and the
design application for the
parts/components (green box
on the left) can be registered.

Since the parts are similar for
the proving document design A
for the parts of the automobile
(center) and for the design B of
the automobile (green box on
the right), this provision applies
and the design application for
the parts/components (green
box on the left) can be
registered.

Since the overall shape of the
automobile is not identifiable
in the proving document
design A of the automobile
(center), the design B of the
automobile as a whole (box
on the right) is considered
dissimilar to the design A,
and thus this provision does
not apply. The design
application for the
automobile as a whole (box
on the left) is rejected based
on Design B.

HABOD=2—A L X —TlE, FFTICTHRF SN TN D, BIEOH M
KOEISNELUE O FRe OOV T, Fric, [ [REAT 2Em] 2Rl s
NIz ABRER (L [RERHFmERE] Vo) ORE] IOV THEBEICHP L
7o

AT, WU FFFFTEAAERHIREH SN TV DRENEDOH T, FFIZ,
I FREAEEEIE] OABR B LIEICAR SN2 BIRICOW T OARBLE O O
I lZoWT, EEIZEIT 2,

ABEOWIEIZ XY THE—IIEPOREIREIZ SN T, ZLLEORAT R M
bolcbxid, 20 [GEAT 2EHR] OREIE, Y% L EOTADS b, &K
O HIZIThNIZE DDO—DITAHIZONTTNIEEY 2] L&Nb, & ZAN,
NEEEAMCHSWT TRET 2 Fm ] O H%IC, A L2l oA EREBIZS
WT TFERT 2 Em) Z2_HE L2058 80 T, BEBNEITALEBIL
RV EHET SN A BIEBIIEHMERELOGINEO#HHEZ 5 Z LR T
XL DO THEEDLET,

ABUE DGR Hi 5

FreT TUGTEITHESEE (R)
BB STERRIESE R OFIS ) KD

ARBEEAC—EREE—NIZRUOEE - 85
[CA% 2 BORETHATENS

(3611]

BEEEBBRICES

” B 5 B 4 (k0> 20 B i SR
A AR &L BERE O/
AMEEADAMENE | 0 5 B ( 45 ]

eSO
W 2700, AKLE

f'v _
(5 i
S, /i o BEIREH
sa" 73 AT

——\| /5
e % B O=BUFE) 13 3B S

Y ik < L a5,

Intelle@ » HARAKENZ(Q more »




DESI GNFERNRAD ENARKE

NOVEMBER 2023
Newsletter

JAPAN

[E612]

FAENERSRICED
Sl ]

FrT TUGTEITHFREE (R)
BB HSTEHIESE R OFIsr ) Kb

ARSEFEAD 8 & Bl DB - 85
[CAZ2EONEZT BBEDNS

LfiSFEADLMBLUED

(7 HF— LS LHINAME)

LMRFEADLHBLRD
R MEOARERE (H R RRE)

AL E O 233

L oNoY A WANAY]

[413]

FrifT TSGTEIER AR (R)
RS PRI OBIS ) L v

RAEDEICHD :
REER

A -
LREFEAGLARELED

RAADEOLMEREA BOAKE

F+ ﬂ*ﬁ%ﬁl‘;ml i S

AR ICRESNZAMBE ChHRaSNT
LWL Wﬁﬁb‘ﬂﬁl’
DT 4 ﬁ 2IROABENEA

H B FLOH 7y OFEM E &
FEA(RR) & HEVHEO R
=B 7y CH R HFEP)
(T 341157 iRk =5{ 1 A A
O, ABUENEH S, #
53 /FR OB (2R
PP 128Gk S5,

H B & o 2 B 3 T
AL 1, BEhEO 4
IR DN E CTE iz
W, BHEIEOLKZIEB
(CERIEN) X, BEIEA
CIEFEL S W S, AR
HLE A 3w S A7y,

B B H. D 4R 0 E I H A
(ZEWFEN) 1X. EIEBIC
rufEifians,

Intellectual Property Strategy Headquarters of Cabinet
Office Holds "Study Group on Intellectual Property Rights
in the Era of Al"
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On October 4, 2023, the Intellectual Property Strategy Headquarters of the
Cabinet Office held the first meeting of the Study Group on Intellectual Property
Rights in the Era of Al. The main purpose of this study group is to explore
responses to new issues related to the relationship between rapidly advancing
generative Al technology and intellectual property rights.

In recent years, with the development of Al technology, creative activities using
generative Al have been increasing. As a result, the environment surrounding the
relationship between Al and intellectual property rights has begun to change,
requiring new legal responses and rule-making. In particular, wide-ranging
issues including how to return profits to creators, technological measures, and
how to protect inventions made by Al have been highlighted.

Focusing on the above-mentioned issues, the study group plans to examine
specific measures to address them, while incorporating the opinions of relevant
ministries and agencies as well as business operators. It is also expected that
discussions will take into account the latest technological trends and the
international situation, while referring to the report of the Committee to Review
Intellectual Property Regarding New Data-related Assets in March 2017.

As for the specific schedule for the study, from October to December 2023,
hearings with related businesses as well as ministries and agencies are scheduled
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and many discussions are to be held. The study group will continue even after ATHIROHERIL, HEVEXEDO S EIERSH CREREEL LITLTND,
HADREFSLIULDORIRIZ L > TEELFETH D, ZOMFTOBRNS,

Advances in Al technology are having a major impact on various areas of society LOREMEREOR RO RIEOHIICK S 5T 5 2 & 2 lfFLIL,

and industry. How to review the state of intellectual property rights in the midst
of such changes is an important issue for the future development of Japan's
economy and culture. We hope that the outcome of this study group will make a
significant contribution to the formation and direction of new intellectual
property rights.
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Revision of Trademark Examination Guidelines in
Accordance with Relaxed Requirements for Registration
of Trademarks Containing the Names of Other Persons
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On October 6, 2023, the Trademark Examination Standards Working Group of
the Trademark System Subcommittee of the Intellectual Property Committee of
the Industrial Structure Council discussed the revision of trademark examination
standards in connection with the relaxation of registration requirements for
trademarks that include the name of another person. A draft of the examination
criteria was presented regarding the registration requirement which was added as
an express provision through the trademark law revision of 2023 (hereinafter
"the revision").

* Although the effective date is to be specified by a Cabinet Order by June 14,
2024, said Cabinet Order has not been promulgated at the time of writing this
report.

Until now, a trademark containing the name of another person in its composition
could not be registered without the consent of that person from the standpoint of
protecting the personal interests of that person (Article 4(1)(viii) of the
Trademark Law prior to the revision).

The revision clearly adds the following requirements (1) and (2). In the case of a
trademark containing the name of another person that does not meet the

requirement of being well-known, the fulfillment of the government ordinance

requirement will provide a path to registration without the consent of the said
other person.

Requirement (1): Requirement of being well-known
"A name that is widely recognized among consumers in the field of goods or
services in which the trademark is used."

Requirement (2): Government ordinance requirement (reasonable circumstances
on the part of the applicant)

"The name of the other person and the applicant in the trademark registration
must be properly related" and "the applicant in the trademark registration must
not be seeking to register the trademark for a wrongful purpose.”

- This requirement is intended to reject abusive applications such as those filed
in bad faith by persons unrelated to the name contained in the applied-for
trademark. Therefore, "must be properly related” means that there is no sufficient
relationship if the applicant simply thought of the name of another person, etc. In
particular, there must be a certain relationship between the name and the
applicant, such as the applicant's own name, the name of the founder or
representative, or the name of a store that has been in continuous use since before
the application was filed.

* Currently, the draft of the Cabinet Order requirements is open for public

comment.

For information on the examination flow, please refer to the material published
by the JPO.

Reference URL:
https://www.jpo.go.jp/resources/shingikai/sangyo-

kouzou/shousai/shohyo wg/document/33-shiryou/03.pdf
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Please visit our facebook pages and our twitter account below.
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HARAKENZO I.P.kenzo g = — . o e I -~
: e have an official Facebook page where we post helpful informationigathered from

ML 2N LAWYERS : our offices in Osaka, Tokyo, Hiroshima, and Nagoya. “F’

& TRADEMARK Intellelution : On this page, we publlsh a variety oflnformatlon such as thellatestidevelopmentsiin

IP.law and practice in various countries around the world exciting |PXrelatednews,
and what's going on with us and around us. Please find us oniFace book!| /
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Please contact us if you have any comments or require any information.

Please acknowledge that the purpose of our column is to provide general
information on the field of intellectual property, and that the description here
does not represent our legal opinion on a specific theme.

HARAKENZO WORLD PATENT & TRADEMARK
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Below are links to further IP information. Our X (TWIttel’) account

loT X Al : B2ER 3 TUX (B Twitter)

Support Station : iTothelplyoujbecomeifamiliargwithfourfactivitiestand proj p
E informationlintadditionjtojIP-relatedmews on X (Twnter) Ifyou have an X (TW|tt

account, please'follow Us!Your “likestand " reposts” are also appreclatedl
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BIO IP Information DX, IT IP Information
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TPP IP Chapter
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